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ABSTRACT
This thesis considers the concept of criminalization of patent infringement in Canada and
India. Beginning with examining why Canada and India do not have criminal sanctions in
the event of patent infringements, this study establishes whether criminalization of patent
infringement is the right answer to the blatant patent infringements, increasing piracy and
counterfeiting.
There are many who suggest that criminal sanctions in Canada and India would reduce
the incidence of patent infringements. This thesis examines whether this approach is a
saving prayer or just barking mad.

KEYWORDS
Patent infringement, civil remedies, history of patent system, criminal sanctions, India,
Canada, criminal law.
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CHAPTER I - INTRODUCTION
"The works o f founders o f states, law givers, tyrant destroyers and heroes cover but
narrow spaces, and endure but for a little time, while the work o f the inventor though of
less pomp is felt everywhere and lasts forever. ”
-

Francis Bacon1

1.1.B ackground of the T hesis

An inventor can only acquire the right to the exclusive use of his invention by
virtue of a special grant.2 This special grant is the patent which ensures exclusive right to
the inventor. 3 The term Patent means a grant of some privilege, property or authority
made by the government or the sovereign of the country to one or more individuals. The
instrument by which such grant is made is known as ‘Patent’.4 It conveys to the inventor
substantive rights and secures to him the valuable economic right which he can enforce
for his own advantage either by using it himself or by conveying the privileges to others.5
He receives something intangible; something which has present existing value which
protects him from some competition and is the source of gain and profit.6
Protecting inventions by obtaining a patent is the primary tool to promote
innovation, encourage the development of new technologies, and increase the fund of

1 Francis Bacon, Mainly on Patents, etd. (Felix Liebesny, Butterworths, 1972) at 1.
2 Flarold Fisher and Russel Smart, Canadian Patent Law and Practice, (Toronto: Canada Law Book Co.
Ltd., 1914) at 1.
3 Milan Chromecek and Stuart Chromecek, World Intellectual Property Guidebook - Canada, (Oakland:
Times Mirror Books, 1991) at 6.
4 B.L. Wadhera, Law Relating to Patents, Trademarks, Copyrights, Designs and Geographical Indications,
3rd ed. Rev., (New Delhi: Universal Law Publishing Co. Pvt. Ltd., 2004) at 5.
5 Ibid.
6 Ibid.
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human knowledge.78 After obtaining patent protection, the patent holder can proceed
forward with commercializing his product and reap economic benefits from his invention.
In fact, a successfully commercialized patented product can completely change the
economic status of a company or an inventor making it a powerful mechanism which
requires special protection.
Some controversy exists as to the precise extent of the contribution made by a
patent system to the economic development of a country. The adoption of some kind of
patent protection for inventions in almost all countries and the ever increasing number of
applications for patents received by the patent offices in all industrially advanced
countries is an indication of the universal recognition of the value of a patent system. A
world-wide exchange of technical information has been made possible only by granting
patents and publishing the patent specification. If it was not for the patent system which
enables the inventors to disclose their inventions without fear of the benefits of their
labour being lost to competitors, most of the technological innovations would have
remained secret.
Since patent is a very crucial statutory instrument which grants protection to the
rights of the patentee, it is important that the breach of such protection by third parties is
prevented or remedied by appropriate laws. Generally, patent protection can be achieved
through two mechanisms:

7 Dan L. Burk and Mark A. Lemley, Policy Levers in Patent Law, Virginia Law Review, Vol. 89, No. 7
(Nov., 2003), at 1576.
8 P. Narayanan, Intellectual Property Law, 2nd ed. (Calcutta: Eastern Law House Pvt. Ltd., 1999) at 11.
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1. Civil sanctions or remedies to protect patents; and
2. Criminal sanctions or remedies to protect patents.
Most nations impose and support civil sanctions or remedies in the event that a
patent has been infringed by a third party. These civil sanctions award the patent holder
with damages in case of unauthorized use of his invention and grant injunction against
the defendant to prevent further infringements.
Though the majority of common law countries do not resort to criminal law, some
countries have invoked criminal sanctions for protecting patent rights. Countries
including Argentina, Austria, Brazil, Thailand, France, Germany, Italy, Japan, Mexico,
Netherlands, Sweden and Switzerland have invoked criminal law to afford protection to
patents.9 In many of these countries, a civil action is preferred to criminal action for
various practical reasons, but some countries like Japan and Thailand have commonly
resorted to criminal prosecutions.10
Recently, it has been much discussed whether civil sanctions are sufficient or
adequate to deal with patent infringement. A British Inventor, Mr. Trevor Baylis invented
a clockwork radio and called out to the government to incorporate criminal sanctions for
patent infringement. Quoting his words:
"If I was to nick your car, which is worth £10,000, say, I could go to jail, but if I
were to nick your patent, which is worth a million pounds, you'd have to sue me.
And i f I was a colossal company, or indeed another country, that had stolen your
invention, how could you find a million pounds a day to take me to court? The
answer is to make stealing a patent a criminal offence - just as it's already a
9 Hobart N. Durham, World Patent Litigation, (Washington: Bureau o f National Affairs Inc., 1967) at 20.
10 Ibid.
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criminal offence to steal copyright from creative people like authors and
musicians. ”u
Further, Trevor Baylis wrote to Peter Mandleson, the business secretary of U.K., urging
him to criminalise patent infringement stating vulnerable lone inventors need to be
protected from predatory corporations who use legal muscle to ruthlessly rip them off.
Furthermore, on a press meeting organized by BBC, Baylis stated:
"I believe that theft o f intellectual property rights should be treated as a white
collar crime, and I believe that U.K. patent law should stand behind those
courageous individuals whose ideas can change all our lives both commercially
1T
and socially".
His statement catapulted the discussions on enforcement of patents to a whole new level
that gained the attention of many International Organizations such as the European Union
(E.U.). By this time, the E.U. had already recognized that patent infringements are on the
rise and suggested there should be stronger mechanisms to protect patents from being
infringed. Thus, in addition to remedies that are available in individual states, the
European Parliament and the Council on 29 April 2004 enacted the directive called "IPR
Enforcement Directive" or "IPRED"11234 to strengthen the enforcement measures to protect

11 Nick Higham, Inventor Urges Patent Law Change, (2nd September, 2009), Online: BBC,
http://news.bbc.co.Uk/2/hi/uk news/823213Q.stm.
12 Pinsent Masons, Should Patent Infringers be Jailed? (10th September, 2009), Online: Out-law,
http://www.out-law.com/page-10366.
13 Michael Coyle, Time to Criminalise Patent Infringements, (3 September, 2009), Online:
http://www.lawdit.co.uk/reading room/room/view article.asp?name=. ./articles/1308-time-to-criminalisepatent-infringements.htm.
14 European Union Directive, 2004/48/EC.
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intellectual property rights. This Directive covers remedies that are available in the civil
courts, but not criminal provisions.15
Soon, influenced by discussions in the international arena on criminalizing theft
of intellectual properties, the E.U. came up with a directive on criminal measures aimed
at ensuring the enforcement of intellectual property rights. This directive "to supplement
the Directive 2004/48/EC of 29 April 2004 on the enforcement of Intellectual Property
Rights" was proposed on July 12, 2005 by the Commission of the European
Communities.
Being the second directive, it is referred to as the Second Directive on the
Enforcement of "Intellectual Property Rights" or IPRED2 (Second Intellectual Property
Rights Enforcement Directive). Large-scale copyright or trademark infringement has
been a crime in most of the European countries, while patent infringement has been a
matter for civil litigation.16 This new proposal from E.U. will force all Member States to
make patent infringement a crime, and to criminalize incitement to infringement.1718
Considering the fact that there is a marked increase in intellectual property theft and that
the threat of civil sanctions is often insufficient to deter infringing activities,

the E.U.

felt that the directive on criminal enforcement of patent infringement is highly beneficial
as criminalization will bring about sanctions such as imprisonment. The rationale behind
15 Ibid.
16 Ross Anderson, The Second IPR Enforcement Directive — A Threat to Competition and to Liberty, (26
September,
2005),
Online:
Foundation
for
Information
Policy
Research:
http://www.fipr.org/copyright/ipred2.hmil.
17 Ibid.
18 Min Ae Yu, Ryan Lehrer and Whitney Roland, Intellectual Property Crimes, 45 Am. Crim. L. Rev. 665
(2008) at 665.
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such a perception was that the threat of imprisonment carries higher deterrence than civil
sanctions and may result in better protection to a patent from being infringed.1920
As soon as the directive was tabled, the E.U. faced huge criticism from the
member states for this IPR directive, specifically for criminalizing patent infringement.
Many member states openly declared that it was a hasty act on part of the European
Parliament to come up with this proposal. The Dutch government even wrote back to the
E.U. stating that the E.U. had no right to bring about such a directive.

Finally, the E.U.

had to exempt patent as such from the scope of the directive.
Soon, the call for criminal sanctions for patent infringement gained the attention
of World Intellectual Property Organisation (WIPO)212 as well. The WIPO conducted
investigations on the “Enforcement of Intellectual Property Rights by means of Criminal
Sanctions” and noted that:
“The value o f criminalization to the rights owner lies in the deterring function of
criminal law and the fact that the state bears the cost o f litigation. ”23
In addition, the Global Intellectual Property Center24 noted that, “the problem of global
counterfeiting has not diminished with the new year, and 2010 promises to bring even

19 Council o f the European Union, Amended Proposal for a Directive o f the European Parliament and of
the Council on Criminal Measures aimed at Ensuring the Enforcement o f Intellectual Property Rights,
(Brussels, 2 May 2006), 2005/0127 (COD) at 4.
20 Ibid.
21 World Intellectual Property Organisation is an agency o f the United Nation. The WIPO dedicates its
efforts to protect Intellectual Property Rights around the world.
22 Advisory Committee on Enforcement, The Enforcement O f Intellectual Property Rights By Means Of
Criminal Sanctions: An Assessment, Fourth Session, Geneva, November 1 and 2, 2007, WIPO/ACE/4/3.
23 Ibid at 8.
24 The Global Intellectual Property Center (GIPC) was established in 2007 as an affiliate o f the U.S.
Chamber o f Commerce. The GIPC is leading a worldwide effort to champion intellectual property rights as
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more rampant intellectual property theft if countries do not do more to stem the
problem.”25 Some countries are mobilizing to do just that.26 Piracy and counterfeiting
have become lucrative activities in the same way as other large-scale criminal activities
such as drug trafficking.2728930Even nations like the United States have increased their effort
to extend criminal penalties to various forms of misappropriation and misuse of
intellectual property.
The voices of inventors and their representatives in the United States are making
themselves heard, with one commentator stating “theft of independent and academic
inventors [sic] patent properties is rampant. Big companies have an entitlement mentality
and are stealing the fruits of American ingenuity on the grandest of scales.....Perhaps the
best way to correct this problem is to criminalize patent theft, especially willful patent
theft and send the managers who are perpetuating fraud on America’s inventors to jail.

9Q

In addition to this, as noted by Irina D. Manta , with the increasing incidence of
patent infringements globally, the introduction of criminal sanctions will provide
incentives for willful patent infringers to cease their illegal activities (or not engage in
vital to creating jobs, saving lives, advancing global economic growth, and generating breakthrough
solutions
to
global
challenges.
Online:
Global
Intellectual
Property
Center,
http://www.theglobaliDcenter.com/pages/who-we-are.
25 Global Anti-Counterfeiting Efforts Set To Rise Further, (Jan 27, 2010), Online: Global Intellectual
Property Center, http://www.theglobalipcenter.com/news/global-anti-counterfeiting-efforts-set-rise-further.
26 Ibid.
27 Noel Mendez, Patent Infringers, Come Out With Your Hands Up!: Should the United States Criminalize
Patent Infringement?, 6 Buff. Intell. Prop. L. J. 34 2008-2009 at 34. [Mendez]
28 Shubha Ghosh et. al., Intellectual Property: Private Rights, The Public Interest, And The Regulation Of
Creative Activity, (2007) at 981.
29 Irina D. Manta, Puzzle o f Criminal Sanctions for Intellectual Property Infringement, Case Research
Paper Series in Legal Studies, Working Paper 2010-30 at 31. [Irina D. Manta]
30 Ibid at 5.
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them in the first place) and thus reduce losses to patent owners. One rough indicator of
these losses is the fact that typical claimed damages often exceed $25 million per patent
lawsuit.31 Not only do patent owners suffer direct harms, but the expenses of litigating
patents are very high as well, with median discovery costs totaling $2.5 million and
litigation costs amounting to $4 million.32 Criminal prosecution of patent infringers could
drive down these litigation costs by providing disincentives for infringement, or at least
remove some of the burden of patent owners by shifting courtroom costs to the
government.33 This could be justified on utilitarian grounds if it turned out to enhance the
overall progress of society by promoting more innovation.3435In fact, the protection of
Intellectual Property like that of Patents is vital to both the economic security of the
nation and the "creativity and innovation of entrepreneurs"

and therefore it must be

protected from being infringed to the fullest extent possible.
Further, some commentators have also stated that large companies and individuals
are on a “tilted playing field” if one compares their respective IP rights: “If you violate
the rights of a big corporation by transferring a song or movie they own without payment,
they can have you hauled away. If they steal your invention, all the onus for prosecution

31 Ibid at 5, See also Jonathan M. Barnett, Property as Process: How Innovation Markets Select Innovation
Regimes, 119 Yale L.J. 384 (2009) at 397.
32 Ibid at 5.
33 Ibid.
34 Ibid.
35 Mendez, supra note 27.
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T C.

is on you and the worst that can happen is [sic] they write a check.”
conclude, perhaps the criminal law ought to correct this imbalance.

Hence, one may

■yi

Thus, in all those jurisdictions where patent infringements are on a huge rise,
incorporation of criminal sanctions for patent infringements could be the need of the hour
as it has the feature of deterring the infringer and thereby promising better protection for
patents. This realization narrows this study to concentrates on two jurisdictions:
a. Canada; and
b. India.
1.2.

P atent S cenario in C anada and I ndia

1.2.1. Patent Law in Canada and India
The term “Patent” has its origin in the term “Letters Patent”. These were
instruments under the Great Seal of the King of England from the Crown to all subjects in
which the Crown conferred certain rights and privileges on one or more individuals in the
kingdom.3
63738
Every patent system recognizes two types of patents. They are:
•

Product Patent, and

•

Process Patent.

36 Irina D. Manta, supra note 29 at 5.
37 Ibid.
38 Ibid at 3.
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A product patent is granted to a new and useful product invented by a person. In the case
of product patent, the patent is granted not to the method or process of manufacture of a
thing but to the whole thing itself.

When the method or the process of manufacture of a

thing is given a patent it is known as Process Patent. In the case of process patent, the
thing is not patented but only the process of manufacture is patented.3940
A patent is granted only after scrutiny and satisfaction of certain conditions and
criteria. The fundamental principle of patent law is that a patent is granted only for an
invention i.e. new, non obvious and useful. In order to patent a product or process, the
following essential conditions are to be satisfied:
1. There must be an invention:
The Patent Act, 1985 of Canada defines the term invention in Section 2.41
“Invention” means any new and useful art, process, machine, manufacture or
composition o f matter, or any new and useful improvement in any art, process,
machine, manufacture or composition o f matter.
The term invention was defined in Section 2(l)(j) of the Indian Patent Act, 197042,
“Invention ” means any new and useful
(i) art, process, method or manner o f manufacture;
(ii) machine, apparatus or other article;
(Hi) substance produced by manufacture,
(iv) and includes any new and useful improvement o f any o f them.
39 Anil K. Nair, Law Relating to Intellectual Property Rights, (Thriruvananthapuram: Akash Books, 2010)
at 9.
40 Ibid.
41 Section 2, Patent Act, RSC 1985, c P-4.
42 Section 2(1 )(j), Indian Patent Act, 1970, Act No. 39 o f 1970.
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This definition is similar to the Canadian one. After the TRIPS Agreement43 was
implemented, the definition in the Indian Patent Act was amended.44
‘‘Invention means a new product or process involving an inventive step and
capable o f industrial application. ”
In short, any new and useful art, process, machine or manufacture can be termed as an
invention in both Canada and India.
2. The invention must be patentable:
Being an invention does not ensure that it is patentable. The Federal Court of Appeal in
Cochlear Corp. v. Cosem Neurostim Ltee.,45 has defined the term “Patentable Invention”
as having the following characteristics46:
a. Novelty: The invention must not have been ‘anticipated’ by another patent or a
publication that would deem it to lack novelty under that statute.
b. Utility: The invention must be operative and have some commercial value.
c. It must fit in a recognized category, for not all subject matter is patentable.

43 The Uruguay Round was the 8th round o f multilateral trade negotiations (MTN) conducted within the
framework o f the General Agreement on Tariffs and Trade. Under strong pressure by the industrialized
countries, a specific agreement on the availability and enforcement o f Intellectual Property Rights became
part o f the Uruguay round: the Agreement on Trade Related Aspects o f Intellectual Property Rights
(Hereinafter the 'TRIPS Agreement'). The TRIPS Agreement is, by its coverage, the most comprehensive
international agreement on Intellecual PRoperty Rights (IPRs), dealing with all types o f IPRs, with the sole
exceptions o f breeder's rights (only incidentally referred to) and utility models (or 'petty patents'). The
Agreement establishes minimum standards on copyright, patents, trademarks, geographical indications,
industrial designs, integrated circuits and undisclosed information (trade secrets). See Carlos Maria Correa,

Intellectual Property Rights, The WTO, and Developing Countries: The TRIPS Agreement and Policy
Options, (London: Zed Books, 2002) at 1.
44 Patents (Amendment) Act, 2002, Sec. 2(l)(j).
45 1995 64 C.P.R. (3d) 10 at 36.
46 Ibid at 36, See also Robert H. Barrigar, Canadian Patent Act annotated, (Aurora, Ont.: Canada Law
Book, 1989), at 14.
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d. There must be an inventive step. The term inventive step essentially means a
feature that makes invention not obvious to a person skilled in the art.
e. To the foregoing may be added the statutory presumption of validity as stipulated
in Sec. 47.
The High Court of India in Shining Industries v. Sree Krishna Industries47 noted the
features of a “Patentable Invention” as:
“An invention is considered patentable when it is new, useful, non-obvious and is
fully disclosed. ”
When all of these criteria are satisfied in India and Canada, a patent can be obtained in
these two jurisdictions individually.
The person to whom a patent is granted is called the patentee. A patentee has the
right to exploit the invention, transfer the rights by assignment or license, surrender the
patent and sue for infringement.478

Figure 1: The Rights of the Patent Holder

47 AIR 1975 All 231.
48 Ibid at 236.
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The patentee holds these rights for a period of 20 years. After the expiry of this
period, the invention can be put to use by any person other than the one to whom a patent
had been granted.
Among all these rights vested with the patentee, this thesis will primarily
concentrate on the right to sue for infringement. The right to sue for infringement is a
very powerful right which enforces and assures the protection of rights of the patentee.
The right to sue for infringement will be restricted only when the invention is being
acquired by the government49 or the right has been stripped from the patentee by means
of compulsory licensing50.
Infringement of a patent can be categorized into two in terms of the affected
subject:
•

Infringement of a product patent

•

Infringement of a process patent

49 Under Section 19 o f the Patent Act, 1985 o f Canada, the Government o f Canada may apply to the
Commissioner to obtain authorization to use the patented invention. Such applications are only entertained
when the government has made efforts to obtain authority from the patentee on reasonable commercial
terms and conditions; and when those efforts have not been successful within a reasonable period. See Neil
R. Belmore and Shelagh Carnegie, When Governments Override Patents: The effect o f International
Agreements on the Patent Act, March 4/5,2002 (Toronto, Ontario: Gowling, Lafleur, Henderson LLP) at 9.
The analogous provision in India on Government use o f patent is Section 100 o f the Indian Patent Act,
1970.
50 Compulsory licensing is when a government allows someone else to produce the patented invention or
process without the consent o f the patentee. In essence, the patent holder is deprived o f his exclusive rights
which are then vested with a third person who exercises those rights with statutory protection. The Section
21.04(3)(d) o f the Patent Act o f Canada authorizes the commissioner to receive applications for
compulsory licensing. In India, the Section 83 and 92 o f the Indian Patent Act, 1970 affirms that
compulsory licensing can be granted in case o f extreme urgency, national emergency and public non
commercial use. See Joseph Borkin, Patent Abuses, Compulsion to License and Recent Decisions, 43
Colum. L. Rev. 720 (1943) at 723.
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In the case of a product patent, making, importing, offering for sale, selling or
using the product, or stocking such product for the purpose of offering for sale, selling or
using are infringing activities.
In case of a process patent, using the process, or making, importing, offering for
sale, selling or using a product or storing such a product for the above purposes obtained
directly by means of the process covered by the patent are infringing activities. If a patent
has been granted in respect of a process for obtaining a product the same product
produced by a person other than the owner of the patent or his licensee, shall, unless the
contrary is proved, be taken in any proceeding to have been obtained by that process.5152
In addition to infringement on the basis of subject, infringement of a patent can
also be categorized into two on the basis of the way in which it occurs:

•

Direct Infringement of a Patent, and

•

Indirect Infringement of a Patent.
Direct infringement occurs when a person does the acts set out above, i.e. in the

case of a product patent, making, importing, offering for sale, selling or using the
product, or stocking such product for the purpose of offering for sale, selling or using
without the consent of patentee and in the case of a process patent, using the process, or
making, importing, offering for sale, selling or using a product or storing such a product
for the aforesaid purpose without the consent of the patentee.

51 John Thomas, Patent: Infringement and Reliefs, Rights o f the Public, News and Views, September 2001,
at 1.
52

Ibid.
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Indirect infringement or contributory infringement occurs when a person does acts
preparatory to direct infringement or has performed acts which make it likely that a direct
infringement will occur. For e.g. when a person supplies or offers to supply another, other
than the patentee or a licensee of the patent, with any of the means for putting an
invention covered by a patent into effect.
There is no specific distinction in relation to right of action between willful and
innocent infringement, though the remedies, specially the quantum of damages may be
affected by the extent of culpability of the infringement.

Normally, there will be notice

before action and if infringement continues, at least after notice, willfulness can be relied
on.
1.2.2. The Reality of the Patent Environment in Canada and India
The number of patent applications and issued patents in Canada is on a huge rise.53

53 Richard H. Kosakowski, Willful Patent Infringement, 2 l.D.E.A. 283 (1991-1992), at 284.
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Figure 1: Comparative Graph on Patents Granted during 2009 and 2010 in Canada54
As shown in the graph, the total number of patents to be granted in 2010 is
estimated to reach 225,000. With the increasing number of patent applications and issued
patents, patent infringements are on a steep rise as well.55 Just this past December, RIM

54 Comparative Graph on Patents Granted During 2009-2010, (28th November, 2010), Online: Patentlyo,
http://www.patentlvo.com/patent/2010/11/index.html.
55 Timothy Q. Delaney and Janet Pioli, Smartphone Patent Wars: It’s the Operating System, (Washington:
Aspatore Books Ltd., 2011), at 6.
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filed a claim against Kik for infringing its patent on the messenger services.5657Recently,
S7

Sony sued L.G. for infringing its mobile phone software patents and so on.
As shown in the table below, there is a rampant increase in the number of patent
cases filed before the Federal Court. This is evident from the fact that the Federal Court
of Appeal decided over 3000 cases during 1990 - 2000 while the corresponding number
of cases during 2000 - 2010 was over 5000. The Federal Court also adjudicated over fifty
cases on patent infringement during the last five months.

Time Period

Cases before Federal Court

1.

January, 1990 - December, 1994

1443

2.

January, 1995 - December, 1999

1788

3.

January, 2000 - December, 2004

2100

4.

January, 2005 - December, 2010

2646

5.

January, 2011 - May, 2011

51

Figure 2: Table on Patent Cases filed before Federal Court of Appeal between 1990 201158

56 Matt Hartley, RIM files patent suit against Toronto startup Kik, (December 1, 2010), Online: Financial
Post,
http://business.financialpost.com/2010/12/01 /fp-tech-desk-rim-files-patent-suit-against-torontostartup-kik/.
57 Susan Decker, Sony Files Patent Infringement Lawsuit against LG, (January 17, 2011), Online: Sony
Rumours, http://sonvrumors.net/2011/01/17/sonv-files-patent-infringement-lawsuit-against-lg/.
58 The table is drawn on the basis o f an advance search in Lexisnexis - Quicklaw. The search terms
included patent and patent infringement and were limited by inputting specific time periods as shown.
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Despite the huge increase in patent infringement suits, the Patent Act, 1985 of Canada do
not have criminal sanctions for patent infringement.
A similar trend can be seen in India as well. As shown below, the number of
Patents granted in India is on a huge rise and so are patent infringements.
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Figure 3: Graph on Patents granted in India from 1990 to 2004 59
The alarming increase of patent infringements in India has led scholars to
comment that the enforcement of patents in India is weak due to non availability of
criminal sanctions. Sneha Venkataraman5
960 on “Patent Enforcement measures in India”
comments:

59 Mjabdul, Using patent indicators to understand innovation and growth, (September 20, 2007), Online:
Inveno, http://invenvo.wordpress.coin/2007/09/20/us-india-ip-activitv/.
60 Sneha Venkataramani, Patent Enforcement Measures in India, (May, 2008), Online: Legal Service India,
http://www.legalserviceindia.com/articles/peainindia.htm.

19

“There is no criminal remedy available for infringement o f patents in India, as
opposed to that o f copyrights etc. This often leads to insufficient remedy in the
infringement suits. Also, the lack o f criminal remedies fail to deter potential
infringers from committing such acts in future. ”
Similarly, Professor N.S. Gopalakrishnan6162states:
“Once it is conceded that the individual, as well as the society, is concerned with
the protection o f patents, it is all the more necessary and appropriate that
criminal law should be employed to afford maximum protection to the proprietary
right o f an individual in patents within the framework ofpublic policy. ”
Just as in the case of Canada, the Indian Patent Act, 1970 also lacks criminal
sanctions while scholars affirm that the need of the hour is to have criminal remedies and
sanctions for patent infringements.
Further, incorporation of criminal sanctions for patent infringements will also
satisfy a high magnitude of social cause. It is because, as already mentioned, patent has
economic and social impacts such as fostering invention and development which in turn
results in social welfare. Therefore, protecting patents result in satisfying and protecting a
public demand.
Furthermore, assuming civil sanctions are sufficient to protect patents, scholars
have expressed the value of criminal punishments because “the public demands moral
condemnation of criminal wrongdoers, whether natural persons or corporations; when the
law satisfies that demand, it creates social welfare.”

61 N.S. Gopalakrishnan, Intellectual Property and Criminal Law, (Bangalore: National Law School of
IndiaUniversity, 2000) at 246.
62 Dan M. Kalian, Social Meaning and the Economic Analysis o f Crime, 27 J. Legal Stud. 609, 619 (1998).
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In short, these facts clearly establish that both Canada and India are experiencing
rampant increase in patent infringements because of which scholars are commenting that
criminal sanctions is the solution to this debacle. Therefore, it has to be explored whether
criminal remedies in the event of patent infringement are necessary and desirable in these
jurisdictions.
It is interesting to note here that the international obligations of Canada and India
shows that enacting criminal sanctions for patent infringement is far from being purely
theoretical. Section 5 on “Criminal Procedures” in the TRIPS Agreement, Article 61
states:
“Members shall provide for criminal procedures and penalties to be applied at
least in cases o f willful trademark counterfeiting or copyright piracy on a
commercial scale. Remedies available shall include imprisonment and/or
monetary fines sufficient to provide a deterrent, consistently with the level o f
penalties applied for crimes o f a corresponding gravity. In appropriate cases,
remedies available shall also include the seizure, forfeiture and destruction o f the
infringing goods and o f any materials and implements the predominant use of
which has been in the commission o f the offence. Members may provide for
criminal procedures and penalties to be applied in other cases o f infringement of
intellectual property rights, in particular where they are committed willfully and
on a commercial scale. ”
The TRIPS agreement specifically mentions that the member states can enact
criminal sanctions for tackling intellectual property violations, including patents, but the
issue was with the usage of the word “may” in the provision ie: the specific procedures63

63 Agreement On Trade-Related Aspects O f Intellectual Property Rights, (Apr. 15, 1994), Marrakesh
Agreement Establishing The World Trade Organization, Annex 1C, Legal Instruments - Results o f the
Uruguay Round, Vol. 31, 22 I.L.M. 81 (1994), Sec. 61.
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and standards for awarding such remedies are left to the Member States.64 TRIPS did not
make it mandatory for member states to enact criminal sanctions for patent infringement
by leaving it as an option, but both Canada and India did not make use of this provision.
In the case of Canada, Article 1717 of the North American Free Trade Agreement
deals with criminal penalties and procedure, and is worth noting. Article 1717(1) of
NAFTA, provides that all member states are directed to provide criminal procedures and
penalties in cases of willful trademark counterfeiting or copyright piracy on a commercial
scale. Article 1717(3) is of particular importance as it emphasizes that:
“A Party may provide criminal procedures and penalties to be applied in cases o f
infringement o f intellectual property rights, other than those in paragraph 1,
where they are committed willfully and on a commercial scale. ”
This is similar to Article 61 of the TRIPS Agreement. Just as in case of TRIPS
Agreement, enacting criminal sanctions was not made mandatory under NAFTA and
Canada has not enacted such provision.
Taking the aforesaid facts into consideration, this study will address two main
queries. Firstly, exploring the rich patent tradition of Canada and India, the thesis will
address “Why have Canada and India not incorporated criminal sanctions in their
respective patent statutes for tackling patent infringements?” Secondly, considering
the fact that blatant patent infringements are on a huge rise in these jurisdictions, the
thesis will address “Is criminal enforcement necessary and desirable in the event of
infringement of patent in Canada and India?” It is pertinent to note that the
64 Larry Coury, C'est What? Saisie! A Comparison o f Patent Infringement Remedies Among the G7
Economic Nations, 13 Fordham Intell. Prop. Media & Ent. L.J. 2003 at 1133. [Larry Coury]

22

conclusions of this study will also have a broader application, i.e. since India is a
developing country and Canada is a developed country, the study will also tend to answer
whether criminalization of patent infringement is necessary and desirable from and
developing and developed nation’s perspective.
To effectively answer the research questions, the Chapter II will familiarize the
reader with the existing remedies for patent infringement in Canada and India and explain
what all are the possible criminal sanctions for patent infringement. The Chapter III will
explore the history of patent system of Canada and India and answer the first research
question. The Chapter IV will weigh the advantages and disadvantages of criminalizing
patent infringement and answer the second research question. Finally, the thesis
concludes with a suggestion to balance the issues faced by Canada and India.

1.3.

R esearch D esign

To answer the research questions, the study will adopt a doctrinal method of
research, concentrating on three disciplines - Patent law, Criminal law and criminology
and, to some extent, Economics. Specifically, the areas of law which the study will
explore are private or civil laws, patent laws and the cardinal principles of criminal law.
1.3.1. Jurisdiction
The jurisdictions reflected in the study will be Canada and India. As already
mentioned, Canada and India do not have criminal sanctions in the event of infringement
of a patent, therefore, to formulate conclusions, the experiences of other nations and
International Organizations in their endeavor to pursue criminal sanctions for tackling
patent infringement will be examined. Thus, though the primary attention is on Canada
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and India, certain other jurisdictions such as Japan; Thailand; Germany; and other
international organizations such as the E.U. and W.I.P.O. will be examined to draw
inferences and conclusions. Further, the study also recognizes that while exploring the
Patent system of Canada and India, certain other jurisdictions such as U.S. and Britain
might inevitably come into consideration as these nations have largely influenced the
Canadian and Indian patent system.
1.3.2. Research Delimitation
The study largely deals with the legal aspect of remedies and sanctions in patent
infringement in the noted jurisdictions to answer whether it is desirable to have criminal
enforcement in case of patent infringements. Therefore, the policy considerations for
criminal and civil remedies, and the rationale behind granting patents will be given
importance in this study.
As already mentioned, patents can have huge impacts on the economic structure
of a nation. Since the study only looks at the patent laws and the private and criminal
system that could possibly affect the enforcement mechanism in a suit for patent
infringement, the economic effects of patent will only be considered secondarily.
1.3.3. Historical & Comparative Approach
The study will take a historical approach to examine the first research question as
history is an important source to identify the reasons on why Canada and India have not
incorporated criminal sanctions to tackle patent infringement cases. Also, the past can be
a guide to explain which remedies and sanctions are desired or necessary in a suit for
patent infringement. Until and unless one knows the past, the future cannot be predicted.
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Evaluating the mistakes made in the past and the trends in law in the past will help to
predict whether criminal sanctions in the event of patent infringement is the need of the
hour.
Further, a comparative approach will be undertaken to address the research
question. The experiences of Canada and India on one side and, the E.U. with Japan etc.
on the other will be compared to conclude whether criminal sanctions and enforcement
are necessary and desirable in Canada and India.
1.3.4. Literature Used
The Literature that would be used for this study will include Statutes, Statutory history,
Legislative debates, government reports, judicial decisions, treatises (law and
criminology), articles and journals (law and business or economics) as the thesis looks
largely at the legal aspect of criminalization of patent infringements.
1.3.5. Methodology
Considering the fact that patent infringements are ever increasing and that legal scholars
claim criminalization of patent infringement as the prime need of the hour, this study
answers whether Canada and India should criminalize patent infringement. To answer
this, the thesis analyses two research questions and the methodology is as follows:
•

Why have Canada and India not incorporated criminal sanctions in their
respective patent statutes to tackle patent infringements?

In order to answer this research question, the study examines the history of the patent
system of Canada and India. While the history of the patent system is being analyzed, the
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points of convergence in the history of these nations will be specifically charted out. It is
because Canada and India will have certain common elements in their history considering
the fact that both these nations were British colonies for a long time.
The sources used will include government reports; legislative discussions; statutes; case
laws; and scholarly journals and comments.
•

Is criminal enforcement necessary and desirable in the event of infringement of a
patent in Canada and India?

To answer this research question, the advantages and disadvantages of criminal
enforcement of patents shall be analyzed. After weighing the advantages and
disadvantages of criminal enforcement of patents, it shall be concluded whether criminal
enforcement of patents is necessary and desirable.
The source used for answering this research question includes International sources such
as committee reports from WIPO and the E.U. and other nations such as Japan, Thailand
and Germany. The materials derived from these sources will be separately examined with
a Canadian and Indian perspective.
Thus the thesis aims to answer the above research questions and recommend any
changes in the present legal approach of Canada and India for protecting patents.
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CHAPTER II - REMEDIES FOR PATENT INFRINGEMENT IN CANADA
AND INDIA
To comprehend fully the law that applies to patent infringement, one must have
some familiarity with the underlying remedies in Canada and India. It would be hard,
after all, to formulate an appropriate legal response to criminalization without having at
least a rudimentary understanding of what are the remedies available for patent
infringement and how courts award them. Thus in this part, it is intended to introduce the
central concepts on remedies which this thesis relies.
The exclusive right to use an invention is guaranteed in Canada through the Patent
Act, 198565 and in India through the Indian Patent Act, 1970.66 In Canada, the grant of a
patent has the effect of giving the patentee “the exclusive right, privilege and liberty of
making, constructing and using the invention and selling it to others to be used...”6768The
Canadian Patent Act does not expressly define what constitutes infringement. It has been
stated, however, that “briefly defined, any act which interferes with the full enjoyment of
the monopoly granted to the patentee is an infringement, if done without his consent.”
In case of India, Section 48 of the Indian Patent Act, 197069 affirms

65R.S.C. 1985,

c.

P-4.

66 The Patents Act, 1970 (No. 39 o f 1970).
67 Milan Chromecek and Stuart C. Me Cromack, World Intellectual Property Guidebook (Canada: Times
Mirror Books, 1991) at 2-19.
68 Monsanto v. Schmeiser [2004] 1 S.C.R. 902, 2004 SCC 34, see also Cabot Corp. v. 318602 Ontario Ltd.
(1988), 20 C.P.R. (3d) 132 at 163 (FCTD).
69

Sec. 48, Patent Act, 1970.
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(a) Where the patent is for an article or substance, the exclusive right by himself,
his agents or licensees to make, use, exercise, sell or distribute such article or
substance in India;
(b) Where a patent is for a method or process o f manufacturing an article or
substance, the exclusive right by himself, his agents or licensees to use or exercise
the method or process in India.
Further, the Section 105(1) of the Indian Patent Act declares that the use by a
person of any process, or the making, use or sale of any article by him, without
authorization from the patent holder, constitutes an infringement of a claim of a patent.70
It is when the patent has been infringed by any party that remedies for patent
infringement come into play. The Patent Acts of Canada and India prescribe specific
remedies for patent infringement. In this chapter, the various remedies that are available
for patent infringement in India and Canada will be analyzed and compared.
2.I.R emedies F or Patent I nfringement I n Canada
The Patent Act, 198571 prescribes many remedies and relief to patent holders in
the event of infringement of the patent. Section 55(1) of the Patent Act, 1985 states:
“A person who infringes a patent is liable to the patentee and to all persons
claiming under the patentee for all damage sustained by the patentee or by any
such person, after the grant o f the patent, by reason o f the infringement. ”
Further, Section 57(1) of the Patent Act affirms:
In any action for infringement o f a patent, the court, or any judge thereof, may, on
the application o f the plaintiff or defendant, make such order as the court or judge
sees fit,
70 Sec. 105(1), supra note 66, Patent Act, 1970.
71 Patent Act, 1985, supra note 41.
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(a) restraining or enjoining the opposite party from further use,
manufacture or sale o f the subject-matter o f the patent, and for his
punishment in the event o f disobedience o f that order, or
(b) for and respecting inspection or account, and generally, respecting the
proceedings in the action.
Though the Patent Act emphasizes the remedies available to the patent holder in the event
of patent infringement, it is noteworthy that the courts have shaped these remedies and
given them a wide scope and ambit.
2.1.1. Damages
Damages are the most common remedy sought by the patent holder before the
courts. The underlying principle in an award of damages is that of restoration, i.e. to
restore the patentee for the loss suffered.

In Canada, a plaintiff must show that he has

«70

suffered losses due to the infringement.

As courts have put it, “restoration by way of

compensation is accomplished to a larger extent by the exercise of a sound imagination
and the practice of a broad ax.”7
27374
Typically, damages can be based on one or more of the following:
a. Lost Profit

72 Larry Coury, supra note 64 at 1130.
73 Electric Chain o f Canada Ltd. v. Art Metal Works Inc. [1933] SCR 581 at 589.
74 George Francis Takach, Canadian Compendium of Law and Practice, (Edmonton, Juriliber) at 145
commenting on the case o f Hamilton Cosco Inc. v. Featherweight Aluminium Prodcuts Co. (1965) 47 CPR
40 at 45 (Ex.C.).

29

Lost profit resulting from patent infringement may be awarded on several
grounds, including lost (or diverted) sales, eroded prices, and increased expenses.

The

classical and most common type of lost profits damages are those due to lost sales.75767890
Thus, the court can base its decision on the amount of damages to be paid to the patent
holder on the basis of lost profit. In the case of Jay-Lor International Inc. et al. v. Penta
Farm Systems Ltd. et. al.11, the Federal Court declared:
“The onus rests on the plaintiff to establish the amount o f loss. That is, the
plaintiff bears the burden o f demonstrating that it would have made the sales o f its
patented product has the infringing product not been on the market. ”
In Allied Signal Inc. v. DuPont Canada Inc. , a number of factors were set out to
determine what portion of the defendant's sales the plaintiff captured, including the
presence of competing products, the advantages of the patented product over other
products, the respective market shares of the patentee and the infringer at the relevant
times, and the capacity of the patentee to produce additional products.

The court in Jay-

Lorw also adopted a market share approach, including a consideration of historical sales
and any increased competition.
b. Net Profit

75 Christopher S. Marchese, Patent Infringement and Future Lost Profits Damages, 26 Ariz. St. L.J. 747
1994 at 748.
76 Ibid
77 Jay-Lor International Inc. et al. v. Penta Farm Systems Ltd. Et. Al, 2007 F.C. 358, at para. 118.
78 (1993) 50 C.P.R. (3d) 1 (F.C.T.D.) at 46.
79 Micheál Crichton, Canada Adopts The Anticipated Profits Approach for Calculating a Reasonable
Royalty Rate, 24 C.I.P.R. 215, at 218.
80 Jay Lor, supra note 77.
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A patentee is entitled to damages assessed upon the sale of non-infringing
components where there is a finding of fact that such sale arose from infringing the
patented product; this must be based on the evidence and not assumptions.

Largely, it is

the total measure of the plaintiffs loss that must be taken into account rather than the
defendant’s profit while assessing damages, but the court may take into account the
defendant’s profit where there is no other way to calculate the loss.

Damages can be

calculated based on the net profit on the sale of all units sold by the defendant at the
selling price that they would have reached had they been manufactured by the plaintiff,
and are not limited to sales that the plaintiff would have made, meaning that the latter
may recover damages for sales to those who would not have purchased from the
plaintiff.81823845
c. Royalties
In the landmark case of Lightning Fastener v. Colonial Fastener , the Supreme
Court of Canada in assessing damages noted that an alternative basis for declaring
damages is a reasonable royalty on sales as if the parties had a license agreement, or there
is evidence of comparable prices paid under similar circumstances.

or

Where a patentee cannot prove that it would have captured the sale of a patented
product that the patentee does not typically licence, the patentee is entitled to a
81 Benoit Canada Ltd. v. Valmet OY, (1986), 8 C.P.R. (3d) 289 (F.C.A.), at p. 297.
82 Collette v. Lasner (1886) 13 S.C.R. 563 at 576.
83 Takach, Supra note 74 at 146.
84 Lightning Fastener Co. v. Colonial Fastener Co. (CAN SC, 1933); 1933 Canada Law Reports: Supreme
Court o f Canada 371 at p. 377.
85 Lightning Fastener [1937] SCR 36 at 45.
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reasonable royalty as "recognition of the fact that every sale by an infringing party is an
illegal transaction".86 Thus, damages are to be assessed for either lost manufacturing
profits or royalties, but if there is no manufacture or sale by the defendant, the plaintiffs
claim will be limited to what the defendant would have had to pay for the subject
matter.878
d. Business Interruption
A plaintiff may also recover damages from the defendant for interruption of
normal business development if he can prove that it was caused by the infringement.
e. Punitive Damages
In some cases, Patent infringement is willfully committed i.e. knowingly
infringing the patent in existence. Willful patent infringement has severe consequences
including punitive damages.89 In Imperial Oil Ltd. v. Lubrizol Corp90, the Federal Court
of Appeal held that if an order has been passed against the defendant to cease infringing,
and he continues to do so until after his appeal of the order is dismissed, the patentee is
left with a good basis to claim punitive damages.91
f

Price Suppression or Erosion

86 Micheál Crichton, supra note 79.
87 Takach, supra note 74 at 146.
88 Ibid.
89 Kimberly A. Moore, Empirical Statistics on Willful Patent Infringement, 14 Fed. Cir. B.J. 227 2004
2005.
90 (1992) 45 CPR (3d) 449 (FCA).
91 Ibid at 4 7 8 - 4 7 9 .
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Damages for price suppression may be awarded where a patentee is forced to alter
the selling price as a result of the presence of an infringing product.

There is no clear

statement in law allowing such an award when the patentee is unable to increase the price
as it normally would but for the presence of the infringer.
g. Future Losses
It is possible that a successful claimant can, in certain circumstances, claim and
recover damages for future loss or loss that is yet to occur. In the case of Argus Machine
Co. v. Stan's Power Tong Service Ltd.,929394 the Alberta court held:
“A claimant alleging a chance o f future loss is not required by law to prove a
better than 50% chance o f the loss in order to collect damages on account o f the
risk. The task o f a court in awarding damages for a risk offuture loss is to award
the present value o f the apprehended loss in proportion to the risk of
occurrence. ”9596
This rule has also been affirmed by the Supreme Court of Canada in Janiak v.
Ippolito.96 Thus, damages can be awarded on many counts to a patent holder in the case
of patent infringement.
2.1.2. Accounting of Profits
The Section 57(1 )(b) of the Patent Act, 1985 affirms that in any action for
infringement of a patent, the court may, on the application of the plaintiff or defendant,

92 Micheál Critchton, supra note 79 at 219.
93 Ibid at 219. See also Allied Signal Inc. v. DuPont Canada Inc. (1998), 78 C.P.R. (3d) 129, at 134.
94 (1998), 23 C.J.P.R. 89 at 94 (Alta.C.A.).
95 Micheál Critchton, supra note 79 at 219.
96 [1985] 1 S.C.R. 146.
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make an order respecting inspection or account.97 A few legal scholars, including G.F.
Henderson,98910hold the view that the reference in paragraph 57(l)(b) to an ‘account’ is
arguably a reference to the keeping of accounts while an action is pending, rather than to
an award of an account of profits. In Consolboard Inc. v. MacMillan Bloedel
(Saskatchewan) Ltd." and Domco Industries Ltd. v. Armstrong Cork Can. L t d m it was
concluded that the paragraph confers jurisdiction on the Federal Court to grant an
accounting of profits. On many occasions, the Federal court has not hesitated to grant to
patentees, the remedy of an accounting of profits after trial where that remedy appears to
be justified.
A plaintiff is entitled to choose either damages or accounting of profit in a suit for
patent infringement, but not both. If a plaintiff elects an accounting for profits instead of
damages, then a defendant seeking to offset his revenue from using the invention must
prove his costs and establish the net profits from his sales; in that instance, the measure of
compensation is not the loss suffered by the plaintiff, but the defendant’s profit.101102An
accounting is not elected often because profits are difficult to calculate, but it will be
granted in cases such as where the defendant owes a duty to the plaintiff, and the latter is
entitled to recover any benefit gained by the defendant due to his position of trust.

97 Patent Act, 1985, c.4, Sec. 57(l)(b).
98 G.F. Henderson, Intellectual Property: Litigation, Legislation and Education, (Ottawa: Consumer &
Corporate Affairs Canada, 1991) at 58.
99 (1978), 39 C.P.R. (2d) 191 at 2 1 9 -2 2 0 .
100 (1980), 47 C.P.R. (2d) 1 at 10.
101 Takach, supra note 83 at 147.
102 Ibid.
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Where a product is made up of several components only some of which infringes
the patent at issue, it may well be that an apportionment of profits is appropriate. The
onus of proving that a particular apportionment should be made is on the defendant.103
2.1.3. Injunction
The Patent Act, 1985 declares that injunction is yet another remedy available to
the patent holder in the event of infringement of a patent.104105In RJR-MacDonald v.
Canada, 105 it was declared that a patentee must meet a three-tier test to obtain an
injunction:
a. The case must involve a serious question o f law,
b. The patent holder must expect to suffer irreparable harm in the absence of an
injunction, and
c. On balance, the patent holder must expect to suffer greater harm from the
refusal o f an injunction than would the alleged infringer if an injunction were
granted but then not upheld at trial.106
An injunction can be either interim or permanent in nature. A permanent
injunction is usually granted at the end of the trial after the plaintiff has successfully

103 Ductmate Industries Ltd. v. Exanno Products Ltd. (1987), 16 C.P.R. (3d) 15.
104 Patent Act, R.S.C., ch. P-4, Sec. 57 (1985) (Can.).
105 [1994] 1 S.C.R. 311 (Can.).
106 Id. at 334 (endorsing Manitoba v. Metro Stores (MTS) Ltd., [1987] 1 S.C.R. 110; See also Larry Coury,
supra note 72 at 1128.
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established the case in his favour. Thus, injunction is yet another remedy open to the
patent holder.
2.1.4. Delivery Up and Destruction
As the term literally connotes, an order for delivery up and destruction is an order
directing the defendant to deliver the infringing product and to destroy them so as to
prevent violation of the patent holder’s right.
In Diversified Products Corporation v. Tye-Sil Corporation,107 Cullen J. noted
that an order for delivery up is ancillary to the grant of an injunction, that an order for
delivery up should be limited to what is reasonable to ensure that there is no further
infringement, and that delivery up is not punishment of the infringer.
As in the case of an injunction, an order for delivery up is discretionary.108 The
court may leave the infringer with the option of destroying the infringing articles under
an oath109 or that they may be rendered non-infringing,110 a form of destruction. Further,
the destruction of the materials maybe suspended pending an appeal, but the defendant
may be required to deliver the articles to the plaintiffs solicitors or as those solicitors
direct.111

107 (1988), 25 C.P.R. (3d) 347.
108 Mergenthaler Linotype C. v. Intertype Ltd. (1926), 43 R.P.C. 281 (Ch.D.).
109 Edison Bell Phonograph Corp. v. Smith (1894), 11 R.P.C. 389 at 406 (C.A.).
110 Stiga Aktiebolag v. S.L.M. Can. Inc. (1990), 34 C.P.R. (3d) 216 at 257.
111 Saltman Engineering Co. v. Campbell Engineering Co. (1948), 65 R.P.C. 203 at 219 (C.A.).
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In Leggatt v. Hood’s Original Licencee’s Darts Accessories Ltd.

112

the court

declined, after expiry of a patent, to order delivery up of articles made before the patent
expired.1121314The Federal Court of Appeal has overruled this position of law and took an
opposite and preferable view in Welcome Foundation Ltd. v. Apotex Inc..114 A defendant
may avoid delivery up by altering the device so as to render it non-infringing.115
2.1.5. Costs
In general, the successful party in an action will be awarded costs based on a tariff
or schedule of allowable costs in either the Federal Court Rules or the provincial rules of
court.116 Factors that may be considered in awarding costs include the result of the
proceeding; the amounts claimed and recovered; the importance of the issues; the
apportionment of liability; the volume of work and complexity of the issues involved; the
parties conduct and many other considerations.11718
In Wellcome Foundation Ltd. v. Apotex Inc.,

it was declared:

a. Plaintiffs cannot expect that all of their actual costs can be recovered;

112 (1950), 67 R.P.C. 134 (Ch.D.).
113 Ibid at 143.
114 (1992), 40 CPR (3d) 361 at 365-366 (Fed. T.D.).
115 Roger T. Hughes & John H. Woodley, Hughes and Woodley on Patents, (2nd ed. Markham, Ont.:
LexisNexis Butterworths, 2005) at p. 445, See also Diversified Products Corp. v. Tye-Sil Corp. Ltd., supra
note 107.
116 Takach, supra note 74 at 148.
117 Ibid at 149.
118 (1992) 40 CPR (3d) 376 at 379-80.
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b. The court will not grant exorbitant increases above the tariff in the Rules of
Court;
c. Patent cases will be treated just as any other litigation and costs will be
awarded accordingly; and
d. Only in extraordinary cases will the court allow extra costs to counsel.
2.1.6. Other Interim Reliefs
Prior to the final disposition of a patent infringement action, it is possible to
obtain interim relief in the form of an Anton Pillar order.119120An Anton Pillar order is an
order to search the premises of the defendant and seize any infringing products that
• 190
would be impossible to secure on providing proper notice.
Another possible action is that of Mareva injunction.121 The concept of Mareva
Injunction evolved in Mareva Compañía Naviera SA v. International Bulkcarriers SA.122
A Mareva injunction is an injunction granted under those circumstances when the court is
convinced that the defendant’s assets should be frozen so that he may not take it out of
the jurisdiction.123 Most common law countries recognize this foreign judgment and its

119 Milan Chromecek and Stuart Chromecek, World Intellectual Property Guidebook - Canada, (Oakland:
Times Mirror Books, 1991) at para 2-31.
120 Lilly (Eli) & Co. v. Inter-Pharm Inc. (1992) 42 CPR (3d) 4 (FCTD).
121 Aetna Financial Services Ltd. v. Feigelman, 1985 1 SCR 2.
122 [1975] 2 Lloyd's Rep 509.
123 Ibid.
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principle as a precedent and apply the principle of this case while dealing the injunction
petition in their country.
It is also possible to obtain a “John Doe” order

from the court. A John Doe

order may be issued for relief against suspected infringers whose transience makes it
difficult, if not impossible, to name them in an action.124151261278930
An Inspection order

may also be issued by court when the court is convinced

that allowing such an order is the only way to know if infringement has occurred.
Lastly, it is also possible to obtain an order for the sale of those properties that are
perishable or likely to deteriorate, or for other proper and desirable reasons.

170

It can be concluded that in Canada, the remedies available in the event of
infringement of a patent are awarding damages, injunction, accounting of profits, delivery
up and destruction, costs and other interim reliefs. It is pertinent to note that these
remedies are of civil in nature and therefore, only civil remedies are available in a suit for
patent infringement. Thus, there are no criminal sanctions and remedies that the patent
holder can resort to in an action for infringement.

170

124 Sajal,
Mareva Injunction - India, (December 24, 2009),
http://ipassociatesindia.blogspot.com/2009/12/mareva-iniunction-india.html.

Online:

IP-Message,

125 Montres Rolex S.A. v. Balshin (1990) 29 C.P.R. (3d) 257 at 274-80 (FCTD).
126 Ibid, See also Takach, Supra note 74 at 140.
127 Posi Slope Enterprises Ltd. v. Sibo Inc. (1984) 1 CPR (3d) 140 at 141 (FCA).
128 Ibid.
129 Chappell Music Ltd. v. CRT Canada Ltd. (1979) 45 CPR (2d) 145 (FCTD).
130 Comparative Report on Criminal Sanctions for IPR Infringements, Online: European Union (EU),
http://www.ipr-policv.eu/media/pts/l/IP counterfeiting criminal sanctions report.pdf.
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As already mentioned, the rising wave of blatant patent infringements, piracy and
counterfeiting in Canada questions whether these remedies are effective or not. Scholars
such as Keith Kupferschimd131 state that the present system of civil remedies is the root
cause of the alarming increase in patent violations. Since there is no realistic threat of jail
time, an infringer will consider any civil remedy or fine as simply a cost of doing the
business.132 There is not even a shade of threat in these sanctions so as to create
deterrence.
2.2.R emedies F or P atent Infringement In India

Just as in Canada, it is the patent legislation which prescribes the remedies that are
open to a patent holder in India. Specifically, Section 108 of the Indian Patent Act,
1970133 notes:
“The reliefs which a court may grant in any suit for infringement include an
injunction (subject to such terms, if any, as the court thinks fit) and, at the option of
the plaintiff either damages or an account o f profits. ”
Similar to the scenario in Canada, the Indian courts have shaped these remedies and
given them a wide scope and broader application.
2.2.1. Injunction

The Section 108(1) of the Indian Patent Act, 1970134 affirms that remedies for
patent infringement includes injunction which is a preventive relief.

|

1C

The general rules

131 Keith Kupferschmid and Jennifer Granick, Face-off: Do software Pirates Deserve Jail Time? 19
Network World [Framingham], n o.26,2002 at 29.
132 Ibid.
133 Sec. 108(1), Indian Patent Act, 1970.
134 Ibid.
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governing the grant of injunctions, in so far as patents are concerned, are contained in
Section 36 to 42 of the Specific Relief Act, 1963.

1TA

Injunctions are of two kinds:

Temporary Injunction and Permanent Injunction.
Temporary Injunctions may be granted at any stage of a suit, and are regulated by
the Code of Civil Procedure.1351637138The Section 94(c) of the C.P.C. empowers the court to
grant a temporary injunction. Further, Section 151 of the CPC provides
“Nothing in this civil procedure code shall be deemed to limit or otherwise affect
the inherent power o f the court to make such orders as may be necessary for the
ends o f justice. ”
Thus, Section 151 can also be invoked to grant temporary injunctions. Temporary
injunctions are to continue until a specified time, or until the further order of the court.
Though injunction as a remedy is recognized in the Indian Patent Act, the
principles on the basis for which injunctions are to be granted are not established in the
Patent Act just as in Canada. Order 39, Rule 1 of the C.P.C. specifies the circumstances
in which a temporary injunction may be granted. The principles upon which a
temporary/interlocutory injunction may be granted in a patent action are the same as in

135 P. Narayanan, Patent Law, (Calcutta: Eastern Law House, 1975) at p. 437.
136 Ibid.
137 Sec. 37, Specific Relief Act and Order 39 o f the Code o f Civil Procedure, 1908.
138 Anil K. Nair, Law Relating to Intellectual Property Rights, (Thriruvananthapuram: Akash Books, 2010)
at 8.
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any other action, namely, the plaintiff must show a prima facie case and also that the
balance of convenience is in his favour.139
This rule was further revised in Gujarat Bottling Company v. Coca Cola140,
wherein the court has laid down that the factors which will be considered while granting
injunction:
a. There exists a Prima facie case;
b. The Balance o f convenience is in plaintiff’s favour; and
c. Plaintiff will face irreparable injury if injunction is not granted.
The court in deciding the balance of convenience may take into consideration the
fact that if no interim injunction was granted and the defendant proceeded with marketing
of his product which will be an extremely valuable bridgehead or springboard for him if
he can elect to take a licence of right which he would be entitled to in a few years time to
continue developing this market, instead of having him start from scratch like other
licensees of right.141
At the end of the trial, a permanent injunction may also be granted against the
defendant after the plaintiff has successfully proved his case. This injunction will be
limited for the duration of the patent. A permanent injunction may be suspended
temporarily to avoid inconvenience caused to the public by suddenly stopping the use of

139 Narayanan, supra note 135 at 438.
140 21 I.P.L.R. 201.
141 P. Narayanan, supra note 8 at 93.
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the invention.142 Further, where the defendant is only an agent for sale and not a
manufacturer, stay of injunction may not be granted.143
It is notable that the concept of injunction as applicable in India is similar to the
one in Canada. The three tier test to decide whether injunction should be granted or not is
also alike in these jurisdictions.
2.2.2. Damages or Account of Profit
The most important relief which the court may grant to a successful plaintiff is
either damages or an account of profits. It may be noted that either damages or account of
profits can only be awarded not both. Damages are assessed on several grounds including
quantum of injury, pecuniary equivalent of injury, reduction in price, punitive damages,
royalty and plaintiffs establishment charges.
a. Quantum o f Injury
The object of inquiry is the quantum of injury done to the trade of the patentee by
the illegal sales of the infringer. That must always be more or less a matter of estimate,
because it is impossible to ascertain with arithmetical precision, what, in the ordinary
course of business, would have been the amount of the patentee’s sales and profits.144
b. Pecuniary Equivalent o f Injury

142 Hopkinson v. St. James and Pall Mall Electric Light Co. Ltd., 10 R.P.C. 46 at 62.
143 Lanston Monotype Corporation Ltd. v. Martin J. Slattery, 42 R.P.C. 366 at 396.
144 United Horse Shoe & Nail Co Ltd. v. Stewart & Co., 5 R.P.C. 260 at pp. 266, 267 (H.L.).
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In Meters Ltd. v. Metropolitan Gas Meters Ltd.I45146, it was held that on the question
of damages, the matter to be ascertained is the pecuniary equivalent of the injury which
the plaintiffs have sustained by the wrongful acts done by the defendants. In order to
answer that inquiry, the proper mode is to ascertain, as far upon the evidence as it is
possible to judge, the extent to which the trade of the plaintiffs has been interfered with
by the acts of the defendants, i.e. what number of products did they sell less by reason of
the acts of the defendants? Then, having ascertained that number, find out what was the
profit that they would have made upon each product. The multiplication of these two
figures will represent the quantum of damages in terms of money.
c. Punitive Damages
In 2005, punitive damage was awarded for the first time by the Indian Court in
Time Incorporated v. Lokesh Srivastava and Anr.146 In this case, the Delhi High Court
declared that:
“The award o f compensatory damages to a plaintiff is aimed at compensating him
for the loss suffered by him whereas, punitive damages are founded on the
philosophy o f corrective justice and as such, in appropriate cases these must be
awarded to give a signal to the wrong-doers that law does not take a breach
merely as a matter between rival parties but feels concerned about those also who
are not party to the lis but suffer on account o f the breach ”
In this case, the court awarded a punitive damage of five lakh Indian Rupees.
d. Reduction in Price

145 28 R.P.C. 157 at p. 165 (C.A.).
146 2006 131 Comp Case 198 Delhi, 116(2005) D.L.T. 599.
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In certain cases, although there was no fall in demand of the patented article, the
plaintiffs reduced the price of the patented article so as to prevent themselves being kept
out of the business, in consequence of the price reduction effected by the defendants, it
was held that the loss sustained by the plaintiffs by the price reduction was the direct and
natural consequence of the wrongful acts done by the defendants.147148
e. Plaintiff’s Establishment Charges
In certain cases, in assessing the profit which the plaintiff would have made if
they had supplied the articles sold by the defendant by infringing the patent, it should be
taken into account whether and how far the plaintiff would have manufactured the
articles sold by the defendant without increasing or materially increasing his
establishment or standing charges.
f

i 4o

Royalty or Hire as Basis

In Watson Laidlaw & Co. Ltd. v. Pott, Cassels & Williamson149, it was observed
by the court that,
“I f with regard to the general trade which was done, or would have been done by
the respondents within their ordinary range o f trade, damages be assessed, these
ought, o f course, to enter the account and to stand. But in addition there remain
that class o f business which the respondents would not have done; and in such
cases it appears to me that the correct and full measure is only reached by adding
that a patentee is also entitled, on the principle ofprice or hire to a royalty for the
unauthorized sale or use o f everyone o f the infringing machines in a market which
the infringer, if left to himself might not have reached. ”
147 American Braided Wire Co. v. Thomson & Co., 7 R.P.C. 152 at pp. 158-159 (C.A.).
148 Leeds Forge Co. Ltd. v. Deighton 's Patent Flue Co. Ltd., 25 R.P.C. 209 at p. 212.
149 31 R.P.C. 104 at p.120 (H.L.).
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Thus, royalties are used as a basis for assessing damages when the patent holder
has not used his invention to gain commercial benefits i.e. when the patent holder does
not directly involve in commercializing the invention but licenses it to others.
As noted in the case of English and American Machinery Co. v. Union Boot and
Show Machine Co.,150
When the patentee is in the habit o f granting licences, the amount o f damages
must be ascertained by inquiring what amount o f profits from licences the plaintiff
had been deprived o f by the acts o f the defendants.
Damages or account of profits will not be granted where the defendant proves that
at the time of the infringement he was not aware and had no reasonable grounds to
believe that the patent existed.151152Under Section 111(2) of the Indian Patent Act, 1970,
the court has discretion to refuse to grant any damages or an account of profits in respect
of any infringement committed after a failure to pay the patent renewal fee within the
prescribed period and before any extension of that period.

In addition to the above

conditions, when an amendment of a specification has been allowed after the publication
of the specification, no damages or account of profits will be granted before the date of
the decision allowing the amendment, unless the court is satisfied that the specification as
originally published was framed in good faith and with reasonable skill and
knowledge.153

15013 R.P.C. 64; See also British Thomson-houston Co. Ltd., v. Naamlooze Vermootschap, 40 R.P.C. 119.
151 Dudgeon v. Thomson & Donaldson, 3 App. Cas, 34, See also Section 111(1), Indian Patent Act, 1970.
152 Section 111(2), Indian Patent Act, 1970.
153 Section 111(3), Indian Patent Act, 1970.
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On a close scrutiny it can be noted that there are striking similarities between
India and Canada in relation to the basis on which damages are assessed. Specifically, the
“quantum of injury” basis in India is similar to the “net profit” basis in Canada; the
“pecuniary equivalent of injury” basis in India is similar to the “lost profit” basis in
Canada; “reduction in price” basis in India is similar to the basis of “price suppression or
erosion” in Canada; Plaintiffs “establishment charges” basis in India is similar to
“business interruption” basis in Canada and “royalty and punitive damages” are common
to India and Canada. Overall, the concept of damages in India shares a close resemblance
to the concept of damages in Canada. Further, the concept of electing between damages
and accounting for profits and not awarding both is yet another similarity between India
and Canada.
2.2.3. Delivery Up and Destruction
An order for destruction or delivery up of infringing articles is at the discretion of
the court in patent cases. Such an order is not intended as a punishment to the infringer.154
The order for delivery up and destruction is passed and the relief is given with a view to
preventing the defendant from making use of infringing articles which might be in his
possession. Accordingly, in order to assist the plaintiff and as a relief ancillary to the
injunction he has obtained, the court may in its discretion make an order for the
destruction or delivery up of infringing articles. In exercising that discretion the court will
not go beyond what is necessary for the protection of the plaintiff.155

154 P. Narayanan, supra note 135 at p. 458.
155 Howes and Burley v. Webber, 12 R.P.C. 465.
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Thus the ultimate intent of granting delivery up and destruction is to make sure
that the defendant is prevented from using the infringing article in derogation of the
plaintiffs rights.156 Again, there are similarities in India and Canada in the concept of
delivery up and destruction as the objective while granting such a relief is to prevent
violation of the patent holder’s right.
2.2.4. Costs
Under Section 35 of the Civil Procedure Code, 1908, awards for costs in any suit
is at the discretion of the court but the usual rule is that costs will be awarded to the
successful party unless the court, for specific reasons, otherwise orders. Further, it has
been held that in awarding costs the courts act on a sound and sensible principle, namely,
that parties ought not, even if right in the action, to add to the expense of an action by
fighting issues in which they are in the wrong.157158 Thus, similar to Canada, Indian
judiciary usually awards cost to the successful party.
2.2.5. Other Interim Reliefs
Among the other interim reliefs, the history of patent enforcement in India has
proved that a John Doe order can be issued by the courts. A striking example is the recent
Ardath Tobacco Company Ltd. v. Mr. Munna Bhai & Ors.

in which the Delhi High

Court Court appointed commissioners to enter the premises of an unnamed suspected
party and collect evidence of infringement.

6 Vavasseur v. Krupp, 9 Ch. D. 351 at 360 (C.A.).
157 P. Narayanan, supra note 135 at 463.
158 High Court o f Delhi, C.S. (O.S.) 141/2004, Date o f Decision: 09.01.2009.
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Further, though there is no provision for evoking a Mareva injunction, there is
some substantial case law in India where the Indian Court has applied the principle taken
from Mareva159 while pronouncing the injunction order in order to meet natural justice
and equity.160 An example of the same is M/S Rite Approach Group Ltd. v. M/S
Rosoboronexport Ltd.161162Lastly, the Ordinance 39 of the Civil Procedure Code, 1908,
authorizes court to issue orders akin to an Anton Piller order.

1f t )

These are types of common interim relief that a court may grant to a patent holder
in India. It is observable that such relief is also available in Canada. India and Canada
again share close resemblance in the type of interim relief that are available in the event
of infringement of a patent.
Most importantly, it can be concluded that, just as in Canada, the Indian Patent
Act also prescribes remedies such as damages, accounting of profit, injunction, delivery
up and destruction, costs and other interim relief. These remedies are purely civil in
nature. Further, it is notable that the Indian Patent Act, 1970 does not contain criminal
sanctions in the event of infringement of a patent.163

159 Mareva, supra note 122.
160 Anton Pillar, Supra note 124.
161 In the High Court o f Delhi, FAO (O.S.) No. 102 o f 2004, decided on March, 2007.
162 Souvik Bhadra & Arka Majumdar, Anton Piller Order in UK and its Possible Implications in India,
J1PR Vol.12 (5) [September 2007] at 493; See also Anton Pillar v. Manufacturing Process (1976) R.P.C.
719.
163 M.B. Rao and Manjula Guro, Patent Law in India, (Kluwer Law International, 2010) at 41; See also
Sneha Venkataramani, supra note 60; Vijay Pal Dalmia, Protection o f IPR, Online: Indian Legal Guide &
IPR Investigators, www.iprinvestigators.com/images/protection-of-ipr.ppt.
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Similar to Canada, the rising tide of patent infringements in India is linked to the
civil remedies available in Indian Patent Act, 1970. As Sneha Venkataramani states, the
patent regime in India is plagued with major impediments such as lack of criminal
sanctions for infringement of patents, which continue to hinder the effective enforcement
of patents in the country.164
Since this thesis explores the possibility of having criminal sanctions and
remedies for patent infringement, it is important that the type of criminal sanction must
be considered. Since Canada and India do not have criminal remedies for patent
infringement, the thesis will look at other jurisdictions to examine criminal sanctions
employed. It may be noted that these other jurisdictions are not studied in detail but rather
illustrated to show criminal sanctions that may be applicable in the event of patent
infringement.
2.3.C riminal R emedies for P atent I nfringement

Most nations do not have criminal sanctions for patent infringement with the
exception of very few, such as Germany and Japan.
2.3.1. Remedies in Germany
Article 142 of the German Patent Act gives sanctions that are available in the
event of infringement of a patent. As per Article 142, an undefined amount of fine and
three years imprisonment may be imposed on a defendant who has infringed a plaintiffs154

154 Sneha Venkaratamani, supra note 60.
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patent.165 Originally, the term of imprisonment was for one year which was then extended
to three by an amendment in 1998.166
2.3.2. Remedies in Japan
The Japanese Patent Act also imposes criminal sanctions in addition to injunctive
relief and awards of damages for infringing patentee’s rights over an invention.167
Chapter XI of the Japanese Patent Law has penal provisions, and Section 196 imposes a
penalty of up to five years in prison and a fine of up to ¥5.0 million (approximately U.S.
$38,000).168
From the observations on the above two jurisdictions, criminal sanctions for
patent infringement are imprisonment and fines. The following chart summarizes the
above observation:

165 German Patent Act, 1981, P. 9, Art. 142 (Patent Law as amended by the laws o f July 16 and August 6,
1998); See also Comparitive Report on Criminal Sanctions for IPR Infringements, Online: European
Union., http://www.ipr-policv.eu/media/pts/l/lP counterfeiting criminal sanctions report.pdf.
166 German Patent Act, Ibid, Sec. 142.
167 Jason S. Shuell, Patent Enforcement in Japan, IP Litigator, July/August 2008, Vol. 14, no. 2 at 21.
168 Larry Coury, supra note 72 at 1145.
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Figure 4: Table on Remedies for Patent Infringement
Following this discussion on civil remedies for civil remedies for patent
infringement in India and Canada and the possible criminal sanctions for patent
infringement in Japan and Germany, the next chapter will address the first research
question as to the absence of criminal sanctions in India and Canada in their respective
Patent Acts.
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CHAPTER III - HISTORY OF THE PATENT SYSTEMS OF CANADA
AND INDIA
In addressing the query as to why India and Canada have not incorporated
criminal sanctions in the event of infringement of a patent, the history of the patent
systems of Canada and India must be critically examined, as such an enquiry is relevant
to an understanding of the rationale behind the non-inclusion of criminal sanctions for
patent infringement in these jurisdictions.
3.1.

T he O rigin O f P atent S tatutes In India A nd C anada

Appendix A shows the origin and development of patent system in India and
Canada at a glance. The following details further elucidate the origin of patent statutes in
India and Canada.
3.1.1. The Book of Bounty
In 1610, James I issued a proclamation, usually known as “The Book of
Bounty.”169 This is noteworthy as it is the first official document to recognize protection
for invention.170 Though there are evidences of a Venetian Patent statute of 1474,
scholars hold the view that it is the Book of Bounty that paved way for the modem
concept of patents.171 The Book of Bounty set forth “monopolies” as the first of the
“special things for which We... command no suitor presume to move Us.”

Projects for

169

King James I, Declaration Concerning Matter o f Bounty, (London: Robert Baker, 1610) at 32.

170

Terrell, Law o f Patents, 12th ed. (London: Sweet & Maxwell, 1971), at 3.

171
172

Ibid.
Ibid.
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new inventions were, however, excepted from this prohibition, provided they were not
t

#

i n 'l

contrary to law or hurtful to the State and trade, or generally inconvenient.
3.1.2. The Statute of Monopolies
On May 25, 1624, a joint committee of both Houses of the English Parliament
passed the Statute of Monopolies.173174 This statute, while it was a bill, incorporated the
wordings of the Book of Bounty.175 The Statute of Monopolies declared all monopolies
illegal and void save only those few specifically exempted from its operation and in
particular those identified which saved the validity of “letters patents and grants of
privilege for the term of 14 yrs.”17617This is enumerated in Section 6 of the Statute of
Monopolies that rendered illegal all monopolies except those "for the term of 14 years or
under hereafter to be made of the sole working or making of any manner of new
•

manufactures within this Realm to the true and first inventor".

177

This declaratory enactment, which codified into statute the principles of the
common law on Monopolies, has formed the basis of the patent law of most countries of
the world.178 The Statute of Monopolies conceptualized the letters patent granted to an

173 King James I, Declaration Concerning Matter o f Bounty, (London: Robert Baker, 1610) at 32.
174 Statute o f Monopolies o f 1623, 21 Jac. 1, c. 3.
175 Roger William Wallace and John Bruce Williamson, The Law and Practice Relating to Letters Patent
for Inventions, (W. Clowes and sons Ltd., 1900) at 7; See also U.K. Intellectual Property Office, Tudors
and Stuarts, Online: Intellectual Property Office, http://www.ipo.gov.uk/types/patent/p-about/p-whatis/phistorv/p-historv-tudor.htm.
176 Thomas Webster, Reports and Notes o f Cases on Letters Patent for Inventions, Vol. 1, (T. Blenkam,
1844) at 8.
177 Statute o f Monopolies, supra n. 174, Sec. 6.
178 Patents - The Canadian Encyclopedia Digest, 4th ed., (Ontario: Carswell Publishers), Vol. 41, Title 113
at 155. [Patent Encyclopedia]
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individual as a private monopoly, the objective of which was to ensure that the invention
was worked among the public.

1

3.1.3. Patent System of United States of America
The British practice of granting monopolies through the aforesaid statute was
soon extended to the American colonies.

In 1641, the general assembly of

Massachusetts enacted an equivalent of the Statute of Monopolies, abolishing all
monopolies except for limited ones for new inventions.

This was the basis of the first

U.S. statute which exclusively dealt with patents namely, the Patent Act, 1790.

189

Incorporating the ideas from Statute of Monopolies, the U.S. Patent Act, 1790 also
granted protection to an invention for a period of 14 years.

This Act was further

developed and was amended to form the Patent Act, 1793.
The first U.S. Patent Act, granted powers to:
•

The Secretary of State,

•

The Secretary of War, and

•

The Attorney General to grant a patent.1798023

179 Feroz Ali Khader, The Law o f Patents - With a Special Focus on Pharmaceuticals in India, (New Delhi:
Lexisnexis Butterworths, 2007) at 7.
180 George Francis Takach, Canadian Compendium of Law and Practice, (Edmonton: Juriliber), 1994 ató.
181 Ibid.
182 Rachel Gader-Shafran, Intellectual Property Law Dictionary, (New york, Law Journal Press, 2004) at
Appendix A-3. For a detailed history o f the U.S. Patent law, see Ladas and Parry, A Brief History of the
Patent
Law
of
the
United
States,
Online:
Ladas
&
Parry
LLP,
http://www.ladas.com/Patents/USPatentHistorv.html.
183 Rachel Gader, Ibid.
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Further, the Act also maintained that the invention must not be “known before or used”
along with the condition that a patent should only be granted if the invention or discovery
•

was sufficiently useful and important”.

184

The 1790 Patent Act was modified by Secretary of State Thomas Jefferson

and

included a definition which remains pertinent till date, “any new and useful art, machine,
manufacture or composition of matter and any new and useful improvement on any art,
machine, manufacture or composition of matter.”18415186187This led to the promulgation of U.S.
Patent Act, 1793.
The U.S. Patent System recognizes only two types of offences:
•

Making false documents, representations and forging letters patent

•

Wrongful marking of a patent.

; and

1o o

It is important to note here that apart from the aforesaid sanctions for patent
related offences, the U.S. patent system, from the time of its inception, never
incorporated criminal sanctions for patent infringement.

184 Sec. 1, Patent Act o f 1790, Ch. 7, 1 Stat. 109-112 (April 10, 1790); See also The Patent Office Pony,

History o f the United States Patent Office, Ch. 5 - The First U.S. Patent Statute, at 21, Online:
http://www.myoutbox.net/popch05.htm.
185 Carl W. Battle, The Patent Guide: A Friendly Guide to Protecting and Profiting from Patents,
(Washington: Watson-Guptill, 1997) at 19; See also Edward C. Walterscheid, The Early Evolution of the
United States Patent Law: Antecedents (Part 1), 76 J. Pat. & Trademark Off. Soc'y 697 (1994) at 698.
186 Ibid.
187 18U.S.C. §497.
188 3 5 U.S.C. § 292.
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The relevance of examining the early stage of U.S. Patent System is that, Canada
developed its first Patent Statute in the backdrop of the U.S. Patent Act, 1793 which is
discussed in detail in the forthcoming pages.
3.1.4. Patent System of Britain
The first English Patent Act was derived from the Statute of Monopolies.

In

1852, stemming from the Statute of Monopolies, a legislation for patents was passed by
the British Parliament, namely the Patent Act, 1852.189190 It is significant to note that both
U.S. A. and England developed their first Patent Acts from the Statute of Monopolies.
The Patent Act, 1852 introduced important changes in the procedure for obtaining
the grant (including provisional protection).191 The subsequent Patent Act is the Patent
Act of 1883 which was soon followed by another one in 1888. It is through the Acts of
1883192 and 1888193 that the British Patent system as we know it today came into
being.194
The Patent Acts of 1907 and 1919 soon followed which brought changes by way
of codifying judicial decisions. Further, the Patent Act of 1919 reviewed the provisions of
Patent Act of 1907 and the new 1919 Act made substantial additions to the Patent

189 Chartered Institute o f Patent Agents, Patent Law o f the United Kingdom, (London: Sweet & Maxwell),
1975 at 5.
190 Ibid
191 Terell, supra note 170 at 4.
192 46 & 47 Viet. c. 57
193 51 & 52 Vic. c. 50.
194 Terell, supra note 170 at 4.
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system.195 There were subsequent amendments to the Patent Act of 1919 in 1930 that
extended the term of patents from 14 years to 16 years.196 The next in the sequence of
British Acts on patents is the Patent Act, 1949.197198
The British Patent Acts of 1907, 1919 and 1949, recognize false representations
and entries (making wrongful entries in the register)

, unauthorized claim of patent

rights (wrongful marking on an article)199, unauthorized assumption of Royal arms
(prohibition on patentee to use Royal arms on articles)200201and offenses by Companies
(recognizes that even companies can commit offenses in relation to patents)
offences for which criminal sanctions would apply.

as

909

It is pertinent to note that alike U.S.A., the British patent system never
incorporated criminal sanctions for patent infringement. Further, similar to U.S.A., the
criminal sanctions noted above are patent related offences but are not for patent
infringements.
3.2.

H istory O f P atent A ct O f C anada

In this part of the thesis, the history of the patent system of Canada will be
explored in detail to explain the reasons for the absence of criminal sanctions for patent
infringement. Each and every development in the patent system of Canada will be looked
195 Paul Goldstein, Intellectual property in Asia: Law, Economics, History and Politics, 2009 at 58.
196 Ibid
197 Ibid
198 Patents Act, 1949, c. 87, Sec. 90.
I99lbid, Sec. 91.
200 Ibid, Section 92.
201 Ibid, Sec. 93.
202 Terrell, supra note 170 at 150.
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into to note whether there has been any discussion on criminal sanction for patent
infringement. The Appendix B attached delineates the chronological development of the
Patent system of Canada at a glance.
The Canadian Patent system found its origins in the U.S. Patent Act, 1793.

The

U.S. Patent Act, 1793 was almost literally adopted in Lower Canada in 1823. This is the
first Canadian Patent Act.203204 Thereafter, many amendments and Acts followed before and
after the Union of Upper and Lower Canada.
3.2.1. Before the Union of Upper and Lower Canada
LOWER CANADA

UPPER CANADA

An A ct to prom ote the Progress o f Useful Arts
within this Province (4 Geo. IV., c. 25 (1823),

An A ct to encourage the progress o f

L.C.)
First Patent Act in Canada - Derived from the
US Act of 1793.

An A ct to extend the benefits o f the Act made
fo r the encouragem t ?nt o f Useful Arts (9 Geo.

Useful arts within this Province (7 Geo.

IV., c. 5 (1826), U.C.)
First Patent Act of the province of
Upper Canada - Similar to the Act of
1823 which applied to Lower Canada

IV., c. 4 7 L.C. (1829)
Benefits of the 1826 Act of Upper Canada
were incorporated into the Statute of Lower
Canada.

An A ct to repea certain Acts therein
m entioned, and to onsolidate the provisions
therein m ade fo r the encouragem ent o f
Useful Arts (6 Wrrl. IV., c. 34, L.C. (1836)

Consolidated all the above acts.

Figure 5: Table on Early Development of Patent in Canada

203 G.A. Asher, Legislative History o f the Canadian Patent Act, 33 C.P.R. 64 at 66.
204 Ibid
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Thus before the Union of Upper and Lower Canada, the first patent statute
90S

namely, “An Act to promote the Progress o f Useful Arts within this Province ”
•

o n A

passed in lower Canada. The Act was almost duplicated in Upper Canada in 1826

was
by

virtue of 7 Geo. IV., c. 5 (1826), U.C which was passed on 30th January, 1826.20526207208
Thereafter the benefits of the 1823 Act were further extended through a new
statute for Patents namely, “An Act to extend the Benefits o f the Act made for the
Encouragement o f Useful Arts

This statute also introduced the concept that any new

and useful invention not known or used in the province was eligible to be protected.209210
Further in 1831, through a new enactment,

inventions in the U.S.A. and in his

Majesty’s Dominion in America were withdrawn from the ambit of the 1829 Act. A new
legislation namely, “An Act to repeal certain Acts therein mentioned, and to consolidate
the Provisions therein made for the Encouragement o f Useful Arts''’

was promulgated

with the aim of consolidating the provisions of all the previous Acts and the
encouragement of the useful arts.
3.2.2. Developments In Other Provinces Before The Union
•

New Brunswick

205 4 Geo. IV., c. 25 (1823), L.C.
206 Robert G. Howell, Intellectual Property Law: Cases and Materials, (Toronto: E. Montgomery, 1999), at
874.
207 Harold Fisher, supra note 2 at 2.
208 9 Geo. IV., c. 47 L.C. (1829).
209 G.A. Asher, supra note 203 at 3.
210 1 Wm. IV., L.C., c. 24, L.C. (1831).
211 6 Wm. IV., c. 34, L.C. (1836).
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The first Patent Act in New Brunswick was “An Act for granting Patents for
Useful Inventions ”2n passed in March 1834. The provisions of this Act were
similar to that of the 1831 Act of Lower Canada.2
12213214567
•

Nova Scotia
The first Patent Act in Nova Scotia was “An Act for granting Patents for Useful
Inventions1^ , of 1833. The terms of the Act were analogous to the 1831 Act of
Lower Canada.

•

91 S

Prince Edward Island
The first Patent Act of Prince Edward Island was “An Act for granting Patents for
Useful Inventions” passed in 1837

. By this Act, anyone who resided in Prince

Edward Island for one year could apply to the Lieutenant Governor or Current
Commander in Chief for a patent for his invention or discovery.

Patents were

issued for a period of 10 years. Other provisions were akin to the Act of 1829 of
Lower Canada.218

212 4 Will. IV, Cap. 27; See also 4 Gulielmi IV., Cap. XXVII, 1834.
213 Margaret Coleman, The Canadian Patent Office from Its Beginnings to 1900, Bulletin o f the Association
for Preservation Technology, Vol. 8, No. 3 (1976), at 58.
214 3 Will. IV, Cap. 45, 1833; Anno Tortio Gviliohni IV, Cap. XLV, 1833.
215 Margaret Coleman, supra note 213 at 59.
216 7 Will. IV, Cap. 21 (1837), VII Gulielmi IV. Cap 21, 1837.
217 Margaret Coleman, supra note 213 at 59.
218 Ibid.
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3.2.3. After the Union of Upper and Lower Canada
After the Union of Upper and Lower Canada, a new Act namely, An Act to
Consolidate and Amend the laws and Patents for invention

was passed in 1849. It was

an Act for the Province of Canada which was passed to amend and consolidate laws and
patents for invention. This Act officially recognized that the 1826 Act of Upper Canada
needed to be combined with the 1836 Act of Lower Canada.

The Act further provides

that any person who is a subject of Her Majesty, who had discovered or invented any
useful art machine, manufacture or composition of matter, may obtain a patent.

The

Act also incorporated provisions for markings and penalties for wrongful markings.
The Act also covered design patents which was a new provision. As noted in
Section XIII21920223,
"any new or original impression or ornament, or composition to be placed on any
article o f manufacture, or any new and useful pattern or print or picture to be
either worked into or worked on, or printed or painted or cast, or otherwise fixed
on any article o f manufacture, not known or used by other before his invention or
production thereof... were to be protectedfor 7 years. ”
It is interesting to note that this definition is similar to the definition of Industrial
Design covered in Industrial Designs Act, 1985.224
The subsequent piece of legislation on the subject “An Act to enable parties
holding patents for inventions confined to one Section o f this Province to obtain the

219 12 Vic., c. 24(1849), Can.
220 Ibid, Sec. 1.
221 12 Vic., c. 24 (1849), Can, Sec. 1.
222 Ibid, Sec. XVI.
223 Ibid, Sec. XIII.
224 R.S.C. 1985,

c.

1-9, Sec. 2.
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extension thereof to the other section thereof and for other purposes therein
mentioned” enacted in 1851.
By virtue of this Act, the official declaration in the 1849 statute, which mentioned
that the Acts of Upper and Lower Canada had to be repealed and combined, was
completed. This Act enabled parties holding patents for inventions confined to one
section of the province to obtain extension to the other section i.e., the patents previously
issued to Lower Canada had the same effectiveness in Upper Canada and vice versa.
Under Section 3 of the Patent Act, 1851, patents were to be granted for 14 years
and were to be examined by law officers of the Crown. Section 11 introduced the concept
of “first introduced into provinces of Canada.” Under this Section, any person who
introduced an invention first in Canada could get it patented. Thus even where a similar
invention from the US or anywhere else had not been introduced in Canada, the one who
did so prior in point of time was entitled to patent.
In tracing the chronology of Canadian patent statutes, the next piece of legislation
relating to Patents is "An Act to provide for the establishment o f a Bureau for
Agriculture, 1852 226 This Act, as the title indicates, established a bureau of agriculture.
The minister of agriculture was to receive all applications and models for patents.
Further, "An act to extend patents for inventions granted for one section o f the province
to both Sections thereof on certain conditions ”

225 14 and 15 Vic., c. 79 (1851), Can.
226 16 Vic., c .l l (1852), Can.
227 20 Vic., c. 33 (1857), Can.

was passed in 1857.2567

63

By this Act, patents issued between the date of the union between upper and
lower Canada (1840) and the Act of 1849 were extended to the whole province of
Canada, and the privileges of the Act of 1849 and 1851 were also extended to them.
Two major changes followed in 1859. Firstly, “An act respecting the practice and
procedure in suits instituted on behalf o f the crown in matters relating to the revenue and
the repeal o f Letter Patents ” 28229230was passed. This Act provided that the Supreme Courts
may issue writs to repeal letters patents. Secondly, An Act respecting patents of
inventions230 was passed. This Act consolidated the provisions contained in the 1849 and
the 1851 Act. This Act was repealed by the Patent Act of 1872.23123
The next piece of legislation was “/In act to amend the Patent Act (1866)”.

This

Act maintained that an oath should be taken by arbitrators and that willfully stating false
statements will be treated as misdemeanor.
3.2.4. Developments in Other Provinces after the Union of Upper and Lower
Canada
•

New Brunswick
In 1851,233 the clause confining the privilege of patent holding to residents of
New Brunswick was repealed, this having been found to be “prejudicial in its

228 20 Vic., c. 33 (1857), Can, Sec. 1.
229 C.S.C., U.C., c. 21 (1859).
230 C.S.C., c. 34 (1859).
231 John G. Rideout, Treatise on the patent law o f the Dominion o f Canada, (Toronto: Rowsell &
Hutchison, 1894) at 13.
232 29 Vic., c. 19. Can.
233 14 Viet., Cap. 25, 1851.

I
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effects.”2342356 Apart from this amendment, the Patent Act of New Brunswick
remained unchanged.
•

Nova Scotia
Nova Scotia was not subject to any new Patent Act after the Union. The Act of
1833 remained in effect and was used to grant Patents.

•

Prince Edward Island
Prince Edward Island did not have any new Patent Act either. The Act of 1837
remained in effect and was used to grant Patents.
3.2.5.

After Confederation

The next piece of legislation was the Patent Act o f 1869.233 In 1869, the Acts of
late province of Canada and the provinces of New Brunswick, Nova Scotia and Prince
Edward Island were repealed by the Patent Act, 1869.

This Act was largely based on

the U.S. Act of 183 6.237238 This was the first Canadian Patent Act in the wake of
confederation and the patent office was constituted for the first time. This Patent Act was
extensively discussed in Parliament being the first since confederation.
Another Patent Act followed in 1872, namely The Patent Act, 1872.238 This was
the outcome o f the Act o f 1869 being revised and again reenacted as the Patent Act,
1872. This Patent Act removed the requirement on residence and public use for up to one
234 Margaret Coleman, Supra note 213 at 58.
235 32,33 Vic., c. 11, Can.
236 Humpris Norman, The Canadian Patent Act, (Toronto; Cartwright and Sons Ltd., 1960), at 4.
237 Ibid.
238 3 5 Viet. c. 26.
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year prior to application was allowed.239 An Act to Amend the Patent Act, 1872,240 soon
followed. This Act amended Section 11 and 14 on oath taking procedures of the 1869
Act.
The next amending Act was “An Act to Amend the Patent Act, 1874.”241 This Act
introduced minor amendments which incorporated the words “Supreme Court in the
province of New Brunswick” for the “Court of Queen’s Bench in the province of New
Brunswick”.242 The next amending Act was in 1875, specifically “An Act to further
amend the patent act and to extend the same as amended to Prince Edward Island. ”243
Primarily, this Act, which received assent on April 8th, 1875, extended the Patent Act to
Prince Edward Island. The next amending Act was “An Act to amend the Patent Act,
1882”244245which dealt with an amendment to Section 28 dealing in importation.
“An Act to Further Amend the Patent Act, 1883” 245 was introduced in 1883 to
amend Section 58 of the Patent Act, 1972 to change the term of patent directly to 15
years i.e.: protection will be for a period of 15 years and not 5 years, 10 years or 15 years
at the option of the applicant. Yet another amendment was “An act for the better
prevention o f fraud in connection with the sale o f patent rights, 1884”246 which provided
that a bill or note which purchases a patent right should have written across its face
239 Humpris norman, Supra note 236 at 4.
240 3 6 Vic., c. 44(1873), Can.
241 37 Vic., c. 44(1874), Can.
242 Ibid, Sec. 29.
243 3 8 Vic., c. 14(1875), Can.
244 45 Vic., c. 22(1882), Can.
245 46 Vic., c. 19(1883), Can.
246 47 Vic., c. 38 (1884), Can.
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“given for a patent right.” This was amended later on and changed by the rules in Bill of
Exchange Act, 1890.247
Thereafter, amendments followed in a rather quick succession, occurring in 1886,
1890, 1892 and 1906. Specifically, “An Act to amend the Patent Act, 1886”248 brought
about minor changes to Section 14 of the Patent Act. In 1890, “An Act to amend the
patent A ct”249, incorporated the words “assignment of a patent” forming Section 39 of the
Act. In 1892, “An Act to amend the Patent Act, 1892”250 amended the number of
examiners for a patent application. Subsequently, “An Act to further amend the Patent
Act, 1906”2512534which established the Patent Office and the post of Commissionaire of
Patents, was also passed.
The next piece of patent legislation was the “Patent Act, 1923”.

This Act was

the third federal Patent Act. This Act created provisions for inventions created by public
servants. This Act was amended in 1927 via the “Patent Amendment Act, 1927

which

brought slight changes to the Act of 1923.
The next major piece of legislation was “The Patent Act, 1935”.254 This was the
fourth federal Patent Act. This Act incorporated provisions on procedures for obtaining

247 Patent Encyclopedia, supra note 178 at 12.
248 49 Vic., c.25 (1886), Can.
249 53 Vic., c. 13 (1890).
250 55-56 Vic., c. 24(1892).
251 R. S. C. 1906, c. 69.
252 S. C. 1923, c. 23.
253 R. S. C. 1927, c. 150.
254 R.S.C. 1935, c. 32, P -2.
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patents on inventions related to those of atomic power and energy and, national defense.
This Act was amended in 1952 through “An Act to amend the Patent Act, 1952”
•

•

which

•

incorporated provisions relating to government use of an invention on paying royalty.
This provision was widely discussed in the case of Formea Chemicals Ltd. v. Polymer
Corp. L td251
The next patent statute is the “The Patent Act, 1970",258 which was an Act to
consolidate all the amendments and bring about a few changes as well.
Act, the Canadian Parliament passed the “Patent Act, 1985. ”

After the 1970

This statute underwent

major amendments in 1987, 1993, 1996 etc. but even after 26 years, this Act still governs
the patent system of Canada.
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The Patent Act of 1985 was amended in 1987 via Bill C-91 which introduced
changes to provisions on compulsory licensing of patented medicines, replaced the first
to invent rule with the first to file and incorporated provisions to give effect to Patent Co
operation Treaty.252678901262263 Bill C-91 was followed by Bill S-17 in 1992 which introduced
electronic filing of patent applications and established non obviousness as a requirement
for patentability.

9

255 S. C., 1952 c.203, P-3.
256 R. S. C„ 1952 c.203, P-3, Sec. 19 and 52.
257 [1968] S.C.R. 754.
258 S. C. 1970., c. p-4.
259 George Francis Takach, supra note 74 at 6.
260 S.C. 1985., c. P-4.
261 R.S.C. 1987, c. 41., consolidated as RSC 1985, c 33 (3d Supp).
262 Bill C-91, R.S.C. 1993, c.2.
263 Takach, Supra note 74 at 9.
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The next amendment was in 1993 by means of Bill C-115, the NAFTA (North
American Free Trade Agreement) Implementation Act. Section 19 of the Patent Act was
repealed and instead, new provision consistent with the NAFTA was introduced.264
Further in 1996, the TRIPS implementation Act was passed which included
provisions to make the Patent Act in consonance with the TRIPS Agreement. The said
TRIPS implementation Act was passed on 1st January, 1996.265 Further in 2001, yet
another amendment followed which increased the period of protection for Patents to 20
years thereby making the Act conform with the WTO obligations.266
It is noteworthy that none of these statutes had criminal sanctions for patent
infringement nor was there any discussion on this issue.
3.2.6.

Impact of Imperial Statutes in Canada

Canada was a British colony and British laws had a huge impact in Canada until
the British North America Act of 1867 brought together four British colonies: Upper and
Lower Canada, New Brunswick and Nova Scotia in one federal Dominion under the
name of Canada.267 Thus, while looking at the history of Canadian Patent System, it is

264 Ibid, Appendix 4, D-3.
265 Canada implemented the WTO agreement including its commitments under the General Agreement on
Trade in Services (commencing January, 1995), See Canada's Implementation o f WTO Obligations since
1996,
Online:
Individual
Action
Plan
of
APEC
Members,
http://www.apeciap.org/document/CDA 2003 Implementation o f WTO Obligations including Rules o f Origin.htm.
266 Ibid. See also Press Release, Government of Canada brings patent act in conformity with TRIPS and
WTO, Online: Canadian Intellectual Property Office, http://www.cipo.ic.gc.ca/eic/site/cipointernetintemetopic.nsf/eng/wr00725.html.
267 Richard Green, The Commonwealth Yearbook - 2006, (London: Nexus Strategic Partnerships Ltd.,
2006) at 160.
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also necessary that the influence of the Imperial Statutes or English laws on patent before
and after Confederation be examined.
3.2.6.1.

Before Confederation

As already mentioned, the statutory provisions of the first Canadian patent law
have been borrowed extensively from the US system.

This is not at all surprising when

it is remembered that Great Britain, subject to the enactment of the Statute of
Monopolies, did not commence to codify its patent law into statutory form until 1852,
while the US, acting on its constitutional provision

, enacted its first patent statute on

10th April, 1790.26829270271
Further, in the case of Adams v. Peel

, the court while noting that ‘to be

effective in Canada, letters patent must be granted under the Canadian Patent Act, 1849’,
it was observed that:
“At least since our patent system took statutory form, imperial patents have had
no force in Canada. ”
In 1852, Britain codified its own Patent Law. Thus, between the period of 1852 to
1869 (till Canada became a confederation), imperial statutes began leaving impacts in
Canada. Specifically, the Canadian Patent Act of 1859 was impacted by the Imperial
statutes. The Section 22 on the proceedings on the repeal of a Patent by Writ covered in

268 Patent Encyclopedia, supra note 178 at 155.
269 US Constitution, Art 1, Sec. 8, clause 8.
270 Patent Encyclopedia, supra note 178 at 155.
271 (1850), 1 Low. Can. R. 130.
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Patent Act, 1859, was amended to ensure compliance with the law and practice of the
court of Queen’s Bench in England.

979

In the case of Queen v. Hall273 it was specifically observed that;
“The change seen in Section 22 is to give effect and introduce the Imperial Act
and that particulars o f the breaches should have to be delivered along with the
declaration. ”
Following this change, a new Patent Act was promulgated in 1869. The Patent
Act, 1869 was enacted by Parliament under the power conferred upon it by the British
North America Act, 1867 (also known as the Constitution Act, 1867) whereby “patents of
inventions and discovery” were assigned to the exclusive jurisdiction of the Parliament of
Canada.2723274
Thus imperial statute did not have much of effect or role to play within the Patent
system of various provinces of Canada before Confederation despite few changes.
3.2.6.2.

After Confederation

After Confederation and the enactment of Constitution Act of 1867, the direct
impact of Imperial statutes in Canada came to an end. Despite that, scholars hold the
opinion that the impact of British Patent Laws impinged to a high extend on the Canadian
patent system after confederation.

272 John G. Rideout, supra note 231 at 13.
273 27 U C Q B 146.
274 Patent Encyclopedia, supra note 178 at 158.
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Robert G. Howell, in his treatise, states that “Two years after Confederation, the
Canadian Parliament enacted a patent act modeled on the US patent statute of 1836.”275
The Canadian Patent Act to which he referred was the Patent Act, 1869. He asserts that
though immediately after Confederation, Canada depended on U.S.A., the present
approach of the Canadian Parliament is influenced by the British patent system.
He holds the view that Canadian courts would continue to rely on English, instead
of American, jurisprudence in interpreting Canadian Patent Act.27627This reliance has
continued despite the widening gulf between the Canadian and English Statutes caused
by patent law harmonization within the E.U.
George Francis Takach, in his treatise on Patents278, opines that the there was a
patent revolt in Europe and notes the development in the German Parliament, Dutch
Parliament and other European nations in relation to patent discussions to affirm his
views.279 He then moves on to state that, “the argument deployed in the European Patent
revolt were repeated in the proposals to revise Canada’s Patent Law in 1976, and in the
raging debate over Bill C-91, which amended Canada’s Patent Act by removing the
provisions for the compulsory licensing of medicinal patents”.280

275 Robert G. Howell, supra note 206 at 875.
276 Ibid.
277 Ibid.
278 Takach, supra note 74 at 6.
279 Ibid.
280 Ibid.
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The Canadian Patent Encyclopedia

•

•

notes that Patent Law in Canada is an

inheritance from the legal systems of the US and the Great Britain. During the initial
years, the patent statutory provisions were derived from the U.S. only.

Milan

Chromecek and Stuart C. McCormack2
812283284567have also noted that, in its original form, the
Canadian Patent Act borrowed heavily from US and the UK sources.

There have,

however, been substantial amendments to the Patent Act which have resulted in it
differing in significant respects from the law of the United States. The most notable ways
in which the Patent Act has been modified in recent years include a shift from a “first to
invent” system to “first to file” system.

98«

Looking at the influence of British and U.S. Patent statutes in Canada from the
Court’s perspective, in the case of Tennessee Eastman Co. v. Canada (Commissioner of
Patents)2*6, the Court has declared that:
“The case law o f great Britain has been accepted as authoritative in interpreting
the patent law o f Canada, save where the statutory provisions o f the two countries
have diverged. ’’
In addition to this, courts have also declared that United States decisions are accepted
only on particular points where the relevant statutes have similar provisions.

281 Patent Encyclopedia, supra note 178 at 155.
282 Ibid.
283 Milan Chromecek, supra note 3 at page 2-3.
284 Ibid.
285 Ibid.
286 8 C.P.R. (2d) 202 S.C.C (1972).
287 Diversified Products Corp. v. Ty-Sil Corp. (1987), 16 C.P.R. (3d) 207 (Fed. T.D.).

These
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decisions are treated with respect, as being persuasive, but they do not operate as staire
decisis
Thus, scholars hold the view that after confederation, the abiding influences on
Canadian Patent system stemmed from England. From the foregoing analysis, it can be
concluded that U.S. patent system influenced Canada till confederation but after 1869,
Canada was influenced by English Patent System. Furthermore, quite recently, Canada
seems to be deviating from the U.S. patent principles and tends to take stances more in
keeping with the English patent concepts. A striking example of the same is the shift
from “first to invent” rule to “first to file” rule.
During the early stages, the influence on Patent System of Canada was from
U.S.A. From the first Patent Act, 1823 of Lower Canada derived from the U.S. Patent
Act, 1793, to the Patent Act, 1869 derived from U.S. Patent Act, 1836, Canadian Patent
Law was influenced by U.S. Patent Statutes only. The recent trends show that the British
Patent Statutes are perceived to be authoritative and many of the British Patent concepts
have been assimilated by Canada. The courts have also supported the view that, at
present, British Patent Statutes are authoritative whereas U.S. Patent laws will be resorted
to only when the Canadian Patent Statute has similar provision as that of U.S. A.
The history traced and detailed above shows that Canada has never considered
incorporating criminal sanctions for patent infringement. This was primarily because
Canada depended on U.S. and Britain while developing its patent statutes, and both U.S.
and Britain never incorporated criminal sanctions for patent infringement.28
288 Lear Inc. v. Adkins (1969), 396 U.S. 653 (Cal.).
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3.3.H istory of the P atent System of India
The Appendix C attached along with this study shows the origin and development
of the Indian Patent System at a glance.

YEAR

INDIAN PATENT STATUTES

1856

Protection of Inventions Act (Act VI of 1856).

1859

The Protection of Inventions Act (The Act VI modified as Act XV).

1872

The Inventions and Designs Protection Act, 1872.

1883

The Protection of Inventions Act, 1883.

1888

Consolidated as the Inventions & Designs Act, 1888.

1911

The Indian Patents & Designs Act, 1911.

1972

The Patents Act (Act 39 of 1970) came into force on 20th April, 1972.

1999

Patents (Amendment) Act, 1999 came into force from 1st January, 1995.

2002

The Patents (Amendment) Act 2002 came into force from 20th May, 2003.

2005

The Patents (Amendment) Act 2005 effective from 1st January, 2005.

Figure 6: Table on Indian patent statutes

3.3.1.

Before Independence

The first Indian Patent Act, the “Protection o f Inventions Act, 1856”, was entirely
based on the British Patent Act of 1852.

This Act declared that ‘exclusive privileges’289

289 Davey Hemi Paresh Kumar, Criminal Implications of Intellectual Property Infringement under Indian
Online:
Alacit,
http://www.altacit.com/pdf/Criminalimplicationsofintellectualpropertv %20infringement,pdf at 86.

Legislations,
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will be granted to inventors of new articles for a period of 14 years.290 It is noteworthy
that this Patent Act does not use or recognize the term ‘Patent’ instead the term
‘exclusive privilege’ was adopted. The objective of the Act was to encourage inventions
of new and useful manufactures and to induce inventors to disclose the secret behind their
invention. This Act was subsequently repealed as it was passed without the crown’s
consent.
A new Act, more or less a re-enactment of the repealed act of 1856, was passed
by the Indian Parliament under the control of Britain, which noted that patent monopolies
shall be called “exclusive privileges” which will include making, selling and using
inventions in India and authorizing others to do so for 14 years from date of filing
specification.29129
Subsequently, the “Patents and Designs Protection Act, 1872” was promulgated
as a consolidation of the Act 1859 to provide protection relating to designs.

The Act of

1872 was further amended in 1883 and provision for protecting novelty of an invention
was introduced. Further, in 1888, an Act was introduced to consolidate and amend the
law relating to invention and designs, in conformity with the amendments made in the
U.K. law.293

290 Martin J. Adelman & Sonia Baldia, Prospects and Limits o f the Patent Provision in the TRIPS
Agreement: The Case o f India, 29 Vand. J. Transnat'l L. 507 (1996) at 518.
291 Ibid.
292 Jakkrit Kuanpoth, Patent rights in pharmaceuticals in developing countries, (UK: Edward Elgar
Publishing, 2011) at 46; See also Shivkumar, Indian Patent Act, (March 1, 2008), Online: Slideshare,
http://www.slideshare.net/vshivakumar/seminar-on-patent-act.
293 Department Related Parliamentary Standing Committee on Commerce, 88th Report On Patents And
Trade Marks Systems In India, Rajya Sabha Secretariat, New Delhi, October, 2008/ Kartika, 1930 (Saka),

76

The year 1911 witnessed a new Act, the “Patents and Designs Act, 1911”, which
replaced all the previous Acts and officially recognized the term “Patent”. This Act had
many amendments in 1920s and 1930s which incorporated provisions relating to granting
of secret patents, patents of addition, use of invention by Government, powers to the
Controller to rectify register of patent and increase of term of the patent from 14 years to
16 years.2942956This Act was the governing legislation when India gained independence in
1947.
3.3.2.

After Independence

After independence, the Indian government felt that the Indian laws, framed under
British rule, required basic changes to bring them in line with the aspirations of an
independent country with a rapidly transforming, dynamic and, industrial economy.

90S

This reaction of the Indian government was soon felt in the field of patents as well. The
Indian Parliament began to perceive the Indian Patents & Designs Act, 1911 as one of
those Acts which was not fulfilling its objective. Therefore, considering the substantial
changes in political and economic conditions in the country and the new aspirations of
70A

•

the citizens, it was found desirable to enact comprehensive patent law.

Online:
Rajya
Sabha
Committee
Reports,
http://164.100.47.5/newcommittee/reports/EnglishCommittees/Committee%20on%20Commerce/88th%20
Report.htm.
294 Ibid.
295 Martin J. Adelman & Sonia Baldia, Prospects and Limits o f the Patent Provision in the TRIPS
Agreement: The Case o f India, 29 Vand. J. Transnat'l L. 507 (1996) at 518.
296 Priyank Gupta, Indian Patents Act
www. knot google.com/k/indian-patents-act.
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Accordingly, under the Chairmanship of Justice Dr. Bakshi Tek Chand, a retired
Judge of Lahore High Court, the Government of India constituted a committee in 1949 to
review the Patent Law in India in order to ensure that the patent system is conducive to
the national interest.

The terms of reference included:

•

to survey and report on the working of the patent system in India;29728299

•

to examine the existing patent legislation in India and to make recommendations
for improving it, particularly with reference to the provisions concerned with the
prevention of abuse of patent rights;300

•

to consider whether any special restrictions should be imposed on patent
regarding food and medicine;301302*

•

to suggest steps for ensuring effective publicity to the patent system and to patent
#

t

m

literature, particularly as regards patents obtained by Indian inventors;
•

T09

to consider the necessity and feasibility of setting up a National Patents Trust;

297 Ibid.
298 M.K. Sateesh, Bioethics and Biosafety, (New Delhi: I.K. International Pvt. Ltd., 2008), at 355; See also
The History o f Indian Patent System, (July 16, 2008), Online: Oyster Technologies,
<blogs.oystech.com/?p=307>.
299 Ibid.
300 Ibid.
301 Patent Enquiiy Committee, 1948 - Report, New Delhi, Ministry o f Industry and Supply, 1950, 217, Up.
302 Ibid.
303

Ibid.
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•

to consider the desirability or otherwise of regulating the profession of patent
agents304305

•

to examine the working of the Patent Office and the services rendered by it to the
•

one

public and make suitable recommendations for improvement
•

; and

to report generally on any improvement that the Committee thinks fit to
recommend for enabling the Indian Patent System to be more conducive to
national interest by encouraging invention and the commercial development and
use of inventions.306
The committee submitted its interim report on 4th August, 1949, with

recommendations for prevention of misuse or abuse of patent right in India and suggested
amendments to Sections 22, 23 & 23A of the Patents & Designs Act, 1911 along the lines
of the United Kingdom Acts 1919 and 1949.307308Based on the above recommendation of
the Committee, the 1911 Act was amended in 1950 (Act XXXII of 1950) in relation to
working of inventions and compulsory license/revocation.
In 1957, the Government of India appointed Justice N. Rajagopala Ayyangar
Committee to examine the question of revision of the Patent Law and advise government

304 Ibid.
305 Virendra Kumar, Committees and Commissions in India, 1947-73, (New Delhi, D. K. Pub. House, 1975)
at 83.
306 The Patent Office o f India, The Draft Manual on Patent Practice and Procedure in India, (Prepared at
Office o f Controller General o f Patents, Trademarks and Designs, 3rd ed., 2008), at 9, Online:
http://www.pdfio.eom/k-2744.html#.
307 Ibid.
308 Ibid.
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accordingly.309 The report of the Committee, which comprised of two parts, was
submitted on September, 1959 with the first part dealing with general aspects of the
Patent Law and the second part gave detailed note on the several clauses of a lapsed
patent bill of 1953.310 The first part also dealt with evils of the patent system and
concluded with the recommendation that despite its shortcomings, the patent system must
be retained.311
The recommendations of this report formed the basis of the introduction of the
Patents Bill, 1965.312 This bill was introduced in the Lok Sabha on 21st September, 1965,
which however lapsed. In 1967, an amended bill was again introduced which was
referred to a Joint Parliamentary Committee and on the final recommendation of the
Committee, the Patents Act, 1970 was passed.313 This Act repealed and replaced the 1911
Act so far as the patent law was concerned. However, the 1911 Act continued to be
applicable to designs. Most of the provisions of the 1970 Act were brought into force on
20th April 1972 with publication of the Patent Rules, 1972.314 On the submission of the
final report of the committee, a new Patent Act was passed in 1970 and came into force in
1972.315

309 Ibid.
310 Ibid, See also Priyank Gupta, supra note 296.
311 Manoj Pillai, Et. Al., Procurement o f Patent In India, (June 6, 2007), Online: Intellectual Property
Owners
Association,
http://www.ipo.org/AM/Template.cfm?Section=Home&Teinplate;=/CM/ContentDisplav.cfm&ContentID=
15238.
312 Ibid.
Ibid.
314

Ibid.

315 Priyank Gupta, supra note 296.
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The subsequent three amendments were to implement the provisions of the TRIPS
agreement and to make the patent act in harmony with the TRIPS mandate.

11/:

The three

amendments were:
•

The Patents (Amendment) Act, 1999: This amendment was brought into force
retrospectively from 1st January, 1995. The amended Act provided for filing of
applications for product patents in the areas of drugs, pharmaceuticals and agro
chemicals though such patents were not allowed. However, such applications
were to be examined only after 31-12-2004. Meanwhile, the applicants could be
allowed Exclusive Marketing Rights (EMR) to sell or distribute these products in
India, subject to fulfilment of certain conditions.

•

The Patents (Amendment) Act, 2002 (Act 38 Of 2002): This Act came into force
on 20th May 2003 with the introduction of the new Patent Rules, 2003 by
replacing the earlier Patents Rules, 1972.

•

The Patent (Amendment) Ordinance, 2004 with effect from 1st January, 2005:
This Ordinance was later replaced by the Patents (Amendment) Act 2005 (Act 15
of 2005) on 4th April, 2005 which was brought into force from 1-1-2005.
3.3.3.

Effects of Imperial Statutes and British Patent Laws on India

Just as in case of Canada, India was also a British colony and therefore imperial
statutes had impacts in India as well. Therefore, it is important to examine the impact of*317
3,6 Ibid.
317 Section 24, Patent Act, 1970 (as amended by 1999).
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imperial statutes in India. Appendix D covers a comparative study on the impact of
Imperial Statutes in India and Canada.
In the case of India, all the Patent Acts were based on or influenced by the British
Patent Acts. The first legislation, “Protection o f Inventions Act, 1856” was entirely based
on the British Patent Act, 1952. Though this Act was repealed, it was re-enacted in
1859318 with the crown’s consent.319 The subsequent amendment in 1883 and the
enactment of the “Inventions and Designs Protection Act, 1872” was the result of certain
modifications in the patent law in United Kingdom which the Indian Parliament
incorporated.320321Further, the intent behind the introduction of a new Act in 1888, to
consolidate and amend the law relating to invention and designs, was to tune the Indian
legislation to conform to further amendments made in the U.K. law.

T91

It was the “Indian Patents and Designs Act, 1911” that brought patent
administration under the management of Controller of Patents for the first time and
reduced the effects of imperial laws in India.

Though the Indian independence brought

an end to the direct impact of imperial statutes, the “India Patent Act, 1970” which
•

currently governs the Indian patent system is a copy of the English Patent Act of 1949.

T9T

318 Vandana Shiva, Protect or plunder? Understanding Intellectual Property Rights, (Nova Scotia:
Frenwood Publishing Ltd., 2001) at 134.
319 Vandana Shiva, Ibid.
320 Ibid.
321 Ibid.
322 Manoj Pillai, supra note 311. See also History of Indian Patent System, 1999, Online: Indian Patent
Registration, http://www.patentregistration.co.in/historv-indian-patent-svstem.php.
323 Martin J. Adelman & Sonia Baldia, Prospects and Limits o f the Patent Provision in the TRIPS
Agreement: The Case o f India, 29 Vand. J. Transnat'l L. 507 (1996) at 519.
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Thus it is noteworthy that the imperial statutes and British patent laws influenced,
modified and shaped the Indian Patent system on many occasions. The history traced
above also establishes that the Indian Parliament had no discussions on criminal sanctions
for patent infringements. This is because India entirely relied on British Patent laws while
enacting patent statutes and therefore was indifferent to criminal sanctions just like
Britain.
3.4.C onclusion O f T he C hapter

Canada developed its patent statutes based on the U.S.A. and Britain and has
always referred to these jurisdictions when developing Patent laws. Meanwhile, India
relied heavily on the British Patent system and its associated statutes when developing
patent laws in the country. As previously mentioned, Britain and the U.S.A. developed
their respective patent statutes relying on the Statute of Monopolies which affirmed that
protection granted for every invention is similar to a private monopoly. Further, both the
U.S.A. and Britain consider a patent to be a private monopoly to which neither criminal
sanctions nor laws related to public offences apply. It is because of this that the U.S.A.324
(U.S. Patent Act specifically notes that only civil remedies are available in the event of
patent infringement325) and Britain do not have criminal remedies for patent
infringement, a concept that has influenced the laws of both India and Canada. This is the
reason why Canada and India have not incorporated criminal sanctions in the event of
infringement of a patent.

324 Larry Coury, supra note 72.
325 35 U.S.C. § 281 (“A patentee shall have remedy by civil action for infringement.”) 35 U.S.C. § 281
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From the time of their origin, patents were considered to be private rights and, in
line with this, the Statute of Monopolies deemed patents to be a private monopoly. This
prompted many nations to prescribe only civil remedies for patent infringement and not
criminal sanctions. This seems to explain why most common law countries do not
prescribe criminal sanctions in the event of patent infringement.
Considering that a patent is a private right and a private monopoly to which only
private or civil law applies, why do other intellectual property rights such as copyright
and Trademark, which are also both private rights and private monopolies, have criminal
sanctions?
The answer to this question can be found through a historical analysis of how
different Intellectual Property rights were viewed over time. It is only in the 20th Century
that the term “Intellectual Property Rights” has been used as a category. Today, we define
this category to include patents, copyrights, trademarks, geographical indicators,
industrial designs, integrated circuits and semi conductors and, trade secrets or
undisclosed information. Contrastingly, at the time these concepts originated, they were
seen as distinct, different and unrelated rights. It is this different conception of the rights
as well as differences in their historical origin that led only civil remedies to be attached
to patent infringement while the legal system prescribed criminal sanctions for copyright
and trademark violations.
The origin of different Intellectual Property rights provides some explanation for
the variation in sanctions that can be observed in patents, copyright and trademarks. Most

84

importantly, the origin of patent is from Statute of Monopolies but the origin of copyright
and trademark is not linked to the Statute of Monopolies.
Instead, the origin of copyright is directly linked to Statute of Anne, 1709.

The

opening words of Statute of Anne read as follows:
“ Whereas Printers, Booksellers, and other Persons, have o f late frequently taken
the Liberty o f Printing, Reprinting, and Publishing, or causing to be Printed,
Reprinted, and Published Books, and other Writings, without the Consent o f the
Authors or Proprietors o f such Books and Writings, to their very great Detriment,
and too often to the Ruin o f them and their Families: For Preventing therefore
such Practices for the future, and for the Encouragement o f Learned Men to
Compose and Write useful Books; May it please Your Majesty, that it may be
Enacted... ”
Thus the original intent behind enacting the Statute of Anne (origin of copyright)
was itself to protect authors and prevent infringement of copyright. This is in stark
contrast with the Statute of Monopolies (origin of patent), the intent of which was to
allow for monopolies over inventions to foster inventions and innovations. Further, prior
to the Statute of Anne, there developed a general sense that it was improper to publish an
author's text without permission.

Also, criminal law soon crept in to the copyright

regimes as an unauthorized copy of a book was recognized as fraud and forgery.
Copyright Act of Canada, from its original publication in 1921

1^0

In the

to the present Act of326789

326 8 Anne, c. 19(1710).
327 Mark Rose, Authors and Owners; The Invention o f Copyright, (Harvard University Presss, 1993) at 35.
328 Ibid.
329 Section 24, An Act Respecting Copyright, 1921, R.S.C. 1921, c. 24, s.l.
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1985330, criminal law and sanctions was a part and parcel of the remedies available in the
Copyright statute.33132
Similar is the scenario of Trademark. The origin of trademark is linked to “The
Bakers Marking Law, 1266.” This Act, which was promulgated in England, affirmed the
use of stamps or pinpricks on loaves of bread.

The subsequent known law is the

“Silversmiths Mark, 1363” which required every silversmith to mark their products.
Soon, marks were actively used to identify the source of goods.334356About this time,
special criminal laws protecting trademarks were also developed out of early forgery,
counterfeiting, and fraud laws.

This historical context helps provide insight into why,

currently, copyright and trademark infringement carries the potential for criminal
sanctions.
In contrast to other intellectual property rights, the object of granting a patent is to
encourage and develop new technology and industry.

An inventor may disclose the

330 Section 42, Copyright Act (R.S.C., 1985, c. C-42).
331 For a detailed history o f the Copyright system o f Canada, See David Vaver, Essential o f Canadian Law:
Intellectual Property Law, (Concord Ontario: Irwin Law Books, 1997). For a detailed history o f the
Copyright system o f India, See Mark Perry, Towards Legal Protection For Digital Rights Management In
India:
Necessity
Or
Burden?,
Online:
Social
Science
Research
Network,
http://ssm.com/abstract=l 647582.
332 Aaron Schwabach, Intellectual Property: A Reference Handbook, (California: ABC-CLIO, 2007) at 8.
333 Ibid.
334 The History and Development o f Trademark Law, (August 6, 2004), Online: Institute o f Intellectual
Property, http://www.iip.or.ip/translation/ono/ch2.pdf.
335 Ibid.
336 Brian Fitzgerald, "Theoretical Underpinning of Intellectual Property: 7 am a Pragmatist - But Theory is
My Rhetoric'", Canadian Journal o f Law and Jurisprudence, Vol. XVI, Number 2 (July 2003) pp. 179-189
at 181.
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new invention only if he is rewarded; otherwise he may work it secretly.

ITT

In

consideration of the grant of monopoly for a limited period, the inventor discloses the
details of the new invention and the method of working it so others can use the invention
after the expiry of monopoly period. Thus “the theory upon which the patent system is
based is that the opportunity of acquiring exclusive rights in an invention stimulates
technical progress in four ways:
•

First, that it encourages research and invention;

•

Second, that it induces an inventor to disclose his invention instead of keeping
them as a trade secret;

•

Third, that it offers a reward for the expenses of developing inventions to the
stage at which they are commercially practicable; and

•

Fourth, that it provides an inducement to invest capital in new lines of production
which might not appear profitable if many competing producers embarked on
them simultaneously. Manufactures would not be prepared to develop and
produce important machinery if others could get the results of their work with
impunity.” 37338
Hence, the objective that the Statute of Monopolies and the patent system were

created to achieve was to ensure more inventions were available to the public. In fact, the

337 P. Narayanan, supra note 8 at 10.
338 Adam D. Moore, Intellectual Property: Theory, Privilege, and Pragmatism, 16 Can. J.L. & Jurisprudence
191 (2003), at 193; See also P. Narayanan, Ibid.
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concept was originated and developed with the idea of promoting the development of
industry rather than affording protection to the proprietary right of the individual.

The

protection of the intellectual labor of the inventor was not recognized as an objective
when the concept of the ‘patent’ originated.3
39340
Based on the previous discussion, it is clear that the origin and perception of
patents were different and contrary to the origin and perception of copyright and
trademarks. This is yet another factor which inhibited the incorporation of criminal law
and sanctions in the event of patent infringement.
Differences in the relevant statutes also play a role in explaining the phenomenon.
Most significant is the fact that the Statute of Monopolies, unlike Statute of Anne, did not
recognize inventions as properties nor did it declare an inventor’s entitlement to a patent
as such.341342What if the Statute of Monopolies had considered patents as a property? If
patents were considered to be property at the time, theft laws would have clearly applied
to infringements. This would have been carried over to US and Britain, with the likely
result being that criminal remedies would apply to patent infringement.
Even now, there is no reason why an action for theft of a patent cannot be brought
under the laws of theft.

'1A')

.

.

In England, if a patented object, for example a wheel, is stolen,

339 N.S. Gopalakrishnan, Supra note 61, at 245.
340 Ibid at 246.
341 Kidder v. Smart (1885) 8 OR 362.
342 Collin R. Davies, Protection o f Intellectual Property - A Myth? A Consideration of current criminal
protection and law commission proposals, 68 J crim L 398 2004 at 406.
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it is theft under the Theft Act. 34334Thus declaring patents as a property can make them
open to the application of criminal laws which could result in the imposition of criminal
sanctions.
The Section 322(1) of the Canadian Criminal Code, 1985344 notes that “Every
one commits theft who fraudulently and without colour of right takes, or fraudulently and
without colour of right converts to his use or to the use of another person, anything,
whether animate or inanimate, with intent:
(a) to deprive, temporarily or absolutely, the owner of it, or a person who has a
special property or interest in it, of the thing or of his property or interest in it.
In India, Section 378 of the Indian Penal Code, I86 0345 lays down
“Whoever intending to take dishonestly any moveable property out o f the
possession o f any person without that person's consent, moves that property in
order to such taking, is said to commit theft. ”
Thus, in Canada, patents may fall within the category of property which a person
can be deprived off. This would be an instance of theft for which theft provisions can be
invoked. Further, the language in the Indian Penal Code also supports the view that patent
infringement can be seen as theft.
Thus if the Statute of Monopolies had declared that a patent is property, then, it
would have been a possibility that patents would have been seen as a property by US and
Britain as well. This could have resulted in Canada and India perceiving patent
343 Ibid.
344 R.S.C. 1985,

c

.

C-46.

345 The Indian Penal Code, 1860 (ACT NO. 45 OF 1860) [6th October, I860],
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infringements as theft for which theft laws could be applied. These laws carry criminal
sanctions in both India (three years imprisonment, fine or both346) and Canada (ten years
if the property is worth more than five hundred dollars or two years if less than five
hundred dollars347). Therefore, the sanctions attached to patent infringement in these two
nations could be very different today if the term ‘property’ had been given an alternative
interpretation at the time the Statute of Monopolies was drafted.
In spite of this possibility, there is a major difficulty in holding that patents can be
seen as a form of theft. The simplest and the most common case of theft occurs where a
person takes something from the owner intending to deprive him or her of it
permanently.348 Close scrutiny of the provisions for theft in Canada and India indicates
that patent infringements will not satisfy the essential element of theft. For an act to be
declared as theft, Section 322(1) of the Canadian Criminal Code, 1985 asserts that the
owner must be deprived of the property, temporarily or absolutely. Similarly, as per
Section 378 of Indian Penal Code, elements of theft are satisfied when the property is
moved out of the possession of the owner.
Thus, in Canada and India’s theft laws, it is necessary that the owner is
permanently or temporarily deprived of his property. This is in stark contrast with what
usually occurs in the case of patent infringement. The owner retains physical possession
of the property in almost all cases of patent infringement and therefore this element of the

346 Sec. 379, Ibid.
347 Canadian Criminal Code, Sec. 334 a and b(l).
348 Morris Manning and Peter Sankoff, Criminal Law, 4th ed. (Ontario: LexisNexis Canada Inc., 2009) at
958.
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offence will not be satisfied. For example, if a car is stolen, it constitutes theft as the
owner is dispossessed of the property. However, in the case of copying software or
technology, the owner is never dispossessed of the property. Instead the infringer comes
to possess yet another copy of the technology.
Further, as ‘Manning and Sankoff on Criminal Law;349350states:
“The more sensible reading o f the theft provision is whether the accused actually
knew the owner would be deprived - temporary or absolutely - o f the thing in
question. I f it is intended to take the object temporarily and then restore it before
the owner even misses it or has any use for it, then he or she has not been
deprived o f it, even temporarily, and no theft has been committed. ”
These statements clearly establish that an offence constituting theft is not
committed if the owner never misses his property. Since only direct replication of the
invention occurs in patent infringement, the owner neither misses nor is placed in a
situation where he cannot use his invention. T his poses difficulty for the notion of
considering patent infringement to be a form of theft.
Yet another issue that arises with treating patent infringement as theft is clearly
illustrated in the case of Stewart.

In this case, the accused attempted to obtain names,

addresses and telephone numbers of certain employees of a hotel for the purpose of
organizing a union. The accused would approach an employee and ask him to copy out
this information from the files kept in the hotel. Ultimately, the accused was charged with
theft of confidential information. It was held that while such information might be

349 Ibid.
350 [1988] S.C.J. No. 45, [1988] 1 S.C.R. 963 (S.C.C.).
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recognized as a form of property in civil law, considering such an intangible thing as
property for the purpose of criminal law (theft law) has many implications.
-3 c 1

Analysing this case law, Manning and Sankoff

assert:

“In any case, even if information were to be considered as a thing for the
purposes o f theft, it would still have to be a thing that could be “taken or
converted”, and the gathering o f information does not deprive the original
possessor o f that information, only o f the exclusive use o f it,”35
Although this case dealt with confidential information (an intellectual property
right), this analogy is directly applicable to patent infringement as well, as patent
infringement mostly occurs without the owner being deprived of his invention. Because
patents tend to be not only intangible but also non-rivalrous, what actually occurs through
their infringement is, at most, a reduction in value as opposed to a genuine “taking” of the
good.3
5132353 In essence, what the patentee loses is the exclusive use of his invention which
cannot be treated as theft under the criminal code of these jurisdictions.
To conclude, the reasons for not having criminal enforcement in patent
infringements are fairly straightforward:
•

Statute of Monopolies recognized “inventions” as private monopolies and this
concept was adopted by the U.S.A. and Britain. The U.S.A. and Britain directly
influenced Canada and India in the creation of their patent statutes and therefore

351 Manning and Sankoff, supra note 348 at 954.
352 Ibid at 955.
353 Irina D. Manta, supra note 29 at 10.
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these countries did not incorporate criminal sanctions for patent infringement, as
“inventions” were similarly seen as private monopolies.
•

Based on the Statute of Monopolies, patents are seen and understood as private
monopolies for which only private laws should apply.

•

The purpose of granting patents is to ensure that a greater number of innovations
and inventions are generated and publicized. The initial intent was never to
protect the proprietary right of the patent holder.

In short, the way in which patents developed since the time of their origin led Canada and
India to incorporate only civil sanctions for patent infringement and not criminal
sanctions.
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CHAPTER IV - THE ADVANTAGES AND DISADVANTAGES OF
CRIMINAL ENFORCEMENT IN PATENT INFRINGEMENT
Following the overview of the development of the patent system of Canada and
India and mapping out the reasons for the absence of criminal sanctions for patent
infringement in Canada and India, this chapter will try to weigh the advantages and
disadvantages of criminalization of patent infringements. These advantages and
disadvantages can vary from one country to another, thus this chapter is designed to
assess on a broader level whether criminalization of patent infringements is necessary and
desirable in Canada and India. It must be kept in mind that for the purpose of this thesis,
criminalization of patent infringement means having criminal sanctions for all forms of
infringement of a patent including unauthorized use, manufacture, import, sell, or offer
for sale of the patented product.
It noteworthy that, though there are some opinions and comments on the
advantages and disadvantages, there is no literature exploring them in detail. Keith
Kupferschmid354, while speaking about computer programs and software piracy, states:
“I f there is no realistic threat o f jail time, a software pirate will consider any civil
remedies or fines incurred as simply a cost o f doing business. The possibility o f
serving time in prison, therefore, is essential because it is the only sanction that
will deter software piracy and punish the pirate for the illegal act. ”
He further states:
“Like all thieves, the perpetrators o f these crimes deserve punishment. The
punishment must be sufficient to remove the financial reward from pirating

354 Keith Kupferschmid and Jennifer Granick, Face-off: Do software Pirates Deserve Jail Time? 19
Network World [Framingham], no.26, 2002 at 29.
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software and to deter future acts o f piracy. For many software pirates the threat
o f jail time is the only sanction that satisfies these criteria. ”
These statements give a glimpse of the advantages of criminal sanctions for patents. On
the other side, there are counter perspectives as well for stating that patents should not be
criminalised. Legal scholar, Neeraj Agarwal,

states:

“The justification for not applying criminal sanctions to patent infringement is
premised on the deterrent effect this would have on business competitors and the
difficulty in assessing when patent infringement occurs. I f patent infringement
was criminalized, competitors might be discouraged or frightened from even
contemplating engaging in activities that could be within the scope o f a patent.
Additionally, exclusion o f patent infringement is rooted in the difficulty of
determining whether the requisite elements necessary to prove infringement, such
as intent and a certain threshold o f criminal knowledge, have been met. ”
As already mentioned, the E.U. intended to criminalize patent infringements while the
proposed directive on criminal measures aimed at ensuring the enforcement of
intellectual property rights was under consideration. The E.U. had to face huge criticisms
in its endeavour and most of them were:
1. Criminal sanctions could damage competition to a serious count and could result
in higher prices for consumers.

Applying criminal sanctions will affect business

competitors as they might be discouraged or frightened from even contemplating
engaging in activities that are beyond the scope of another’s patent.3567

355 Neeraj Agarwal, Evaluating IPRED2: The Wrong Answer To Counterfeiting And Piracy, 27 Wis. Int'l
L.J. 790 at 791. [Neeraj Agarwal]
356 Ibid.
357 Ibid at 794.
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2. The proposal stresses that law enforcement bodies should start investigations on
their own initiative, i.e. without a complaint from right holders. Law enforcement
officials however are often unaware, and rightly so, about private or even public
•

•

o co

licensing agreements involved in patent field.

3. Further, in case of infringement, the right holder is usually interested in
compensation (civil law), not punishment (criminal law). Criminal law must be
reserved for criminals; otherwise it risks losing all authority, effectiveness and
respect.
4. Furthermore, patent infringements are almost never clear-cut. Patents go to trial
and the outcome can be any combination i.e. that the patent was valid or not and
that it was infringed or not.
5. A number of IP infringements are routine in common business practice.3
5839360*This
results in weakening of criminal law and our justice system in general by turning
•

T£ 1

so many people and businesses into supposed “common criminals”.

358 EU Commission proposes to criminalise European software industry, (Brussels, 12 May 2006) Online:
FFII, http://wiki.ffii.org/Ipred2Pr060512En. It is noteworthy that the FFII is a global network of
associations dedicated to information about free and competitive software markets, genuine open standards
and patent systems with lesser barriers to competition. The FFII contributions enabled the rejection o f the
EU software patent directive in July 2005, working closely with the European Parliament and many
partners from industry and civil society. FFII also acts as an advisory committee on specific issues. See
http://www.ffii.org/.
359 Ibid
360 IP Enforcement Directive 2: European Community goes criminal, Online: FFII, http://wiki.ff
ii.org/Ipred2060510En.
361

Ibid.
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6. Some hold the opinion that criminal law poses a serious threat to innovation
which is the ultimate objective of the patent system.36236
7. Above all, for criminal enforcement of patents, the burden of proof becomes
much higher than the civil ones.

Due to various other reasons as well, criminal

provisions are generally unsuited and unused for handling patent infringements.364
Due to these criticisms and because the deadline for implementation of the proposal
cannot be met, the E.U. called upon its members to remove criminal sanctions in case of
patent infringement.365
The above paragraphs and points summarize the concerns regarding the
advantages and disadvantages of criminal enforcement of patents. The analysis below
will weigh these advantages and disadvantages to form a more critical synopsis.

362 Carte Blanche, Criminal law a threat to innovation, (24 April 2007), Online: FFII,
http://press.fFii.org/Press%20releases/Carte%20Blanche%20criminal%201aw%20a%20threat%20to%20inn
ovation.
363 Hemant Singh, Paying the price for infringement, No. 167 Managing Intell. Prop. 135 2007.
364 Ross Anderson, The Second 1PR Enforcement Directive - A Threat to Competition and to Liberty,
Online: Foundation for Information Policy Research, http://www.fipr.org/copyright/ipred2.html. It is
noteworthy that the Foundation for Information Policy Research (FIPR) is the leading think tank for
Internet policy in Britain. It studies the interaction between IT, Government, business and civil society. It
researches policy implications and alternatives, and promotes better understanding and dialogue between
business, Government and NGOs across Europe, See http://www.fipr.org/about.html.
365 1PRED2: Call on the 25 Governments to remove criminal sanctions in case o f patent infringement,
(Brussels, 16 February, 2005), Online: FFII, http://wiki.ffii.org/Ipred2GovLtrsEn.
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4.1. T he A dvantages O f C riminalizing Patent Infringements
4.1.1. Achieving Deterrence
To note how criminal enforcement in patent infringements achieves deterrence, it
is important that the theories of punishment are analysed. There are many theories of
punishment of which five are recognized as the principal ones. They are:
a. Retributive or denunciatory theory;
b. General deterrence theory (To deter potential offenders from indulging in the
same offence);
c. Specific deterrence theory (To deter the particular offender from offending again);
d. Preventive theory; and
e. Rehabilitative theory.
Of these theories, the Deterrence theory is generally grounded in the assumption
that the potential criminal, like other citizens, is a rational actor.36367 It works by changing
the costs and benefits of the situation so that criminal activity becomes an unattractive
option.368
As Jeremy Bentham, the eminent English jurist, philosopher, and legal and social
reformer states,

366 D. A. Thomas, Theories o f Punishment in the Court o f Criminal Appeal, The Modem Law Review, Vol.
27, No. 5 (Sep., 1964), pp. 546.
367 Kevin M. Carlsmith, John M. Darley & Paul H. Robinson, Why Do We Punish? Deterrence and Just
Deserts as Motives for Punishment, 83 Journal o f Personality and Social Psychology 2002, at 285. [Kevin
Carlsmith]
368

Ibid.
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“I f the apparent magnitude, or rather value o f the pain is greater than the
apparent magnitude or value o f the pleasure or good he expects to be the
consequence o f the act, he will be absolutely prevented from performing it”369
Thus the aim of punishment is to increase the pain over the pleasure of the act to
deter the contemplated act.370371Most forms of punishment that fit this description - fines,
jail time, and corporal punishment - are designed to generally inhibit the potential
criminal from perpetrating the harm in the first place.
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In short, deterrence is the use of punishment to prevent the offender from
repeating his offense and to demonstrate to other potential offenders what will happen to
them if they follow the wrongdoer's example.37237This deterrence is achieved through
measures such as incarcerating the offender or making him pay large monetary fines.
This feature - creating deterrence - inherent in criminal sanctions can be highly
beneficial within a patent system. Criminalizing patent infringement will threaten
potential infringers and make them aware that much is at stake if they indulge in patent
infringement activities. Thus the threatening power of a patent holder to deter potential
infringers increases considerably, if criminal penalties are available.

369 Jeremy Bentham, The Principles o f Penal Law, The Works O f Jeremy Bentham (John Bowring ed.,
1962) (1838-43), at 396.
370 Joel Meyer, Reflections on Some Theories o f Punishment, 59 The Journal o f Criminal Law,
Criminology, and Police Science, No. 4 (Dec., 1968), at 596. [Joel Meyer]
371 Kevin Carlsmith, supra note 367.
372 Joel Meyer, supra note 370 at 596.
373 Reto Hilty, Annette Kur and Alexander Peukert, Statement o f the Max Planck Institute for Intellectual
Property, Competition and Tax Law on the Proposal for a Directive o f the European Parliament and o f the
Council on Criminal Measures Aimed at Ensuring the Enforcement o f Intellectual Property, Onli ne:
http://www.ip.mpg.de/shared/dataypdf/directive o f the european parliament and o f the council on cri
minal measures aimed at ensuring the enforcement o f intellectual property rights.pdf at 6.
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Some scholarly comments tend to highlight that deterrence, in reality, does not
effectively work in the realm of criminal law. As “Manning and Sankoff ’ states,
“Deterrence depends upon two things, namely, that the unpleasantness o f the
penalty outweighs any advantage obtained by the commission o f the act either
will or at least will likely result in the infliction o f the penalty. This necessitates a
conscious weighting by the offender or potential offender, and there is nothing to
indicate that criminals do balance so logically and rationally the pros and cons of
committing an offence. In any case, unless there is some reasonable correlation
between the commission o f the offence and the certainty o f punishment,
deterrence cannot operate as an effective principle. One supposes that most
offenders think they will not be caught, or if caught will not be convicted, and in
many cases this assumption would appear to be statistically justified. ”
However, this assertion is not much applicable in the field of criminalizing patent
infringements. It is because the actors in the field of patent infringements are big
companies or techies or at least that part of the society which weighs the pros and cons of
their action. Since they are big players in the market who has interests in protecting the
reputation and goodwill of their establishments, deterrence through criminal sanctions
will be effective as they value each and every action that they take.
Hence, interestingly, deterrence as a means to prevent blatant patent
infringements will be effective.
4.1.2. Lower Cost of Litigation
There existed a philosophical attitude that crime was primarily an offense against
the individual victim, not an attack against the society, and therefore, it was not the
government’s duty to play an active role in apprehending and prosecuting criminals.374*36

374 Juan Cardenas, The Crime Victim in the Prosecutorial Process, 9 Harv. J. L. & Pub. Pol'y 357 (1986), at
366.

100

This concept was long lost and in the present criminal context, it is now the government
that prosecutes crimes.375376 Thus, criminalization of patent infringement will force the
government to bring the Patent infringement suit before the court and prosecute the
infringer.
Patent litigation is extremely expensive, often involving millions of dollars in
attorneys' fees and other costs.

Thus, government prosecution of patents will be a boon

for the Patent holder as the cost will be borne by the government. Due to this reason,
some argue that patent litigation would be affordable if it were dealt with by the criminal
justice system.
Hence, as far as the patent holder is concerned, criminalization of patent
infringements will aid him in pursuing patent litigations as he doesn’t have to bear the
huge cost of litigation unlike civil mechanisms.

375 John H. Langbein, The Origins o f Public Prosecution at Common Law, The American Journal o f Legal
History, Vol. 17, No. 4 (Oct., 1973), pp. 313-335.
376 Adam B. Jaffe and Josh Lemer, Innovation and Its Discontents, (New York: Princeton University Press,
2004) at 4.
377 Harold A. Borland, Comment, The Affirmative Duty to Exercise Due Care in Willful Patent
Infringement Cases: We Still Want It, 6 HOus. Bus. & TAX L.J. 175, 197-98 (2005-2006).
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4.2. T he D isadvantages O f C riminalizing P atent Infringements

4.2.1.

Disadvantages Created By Patent System

4.2.1.1.Stifling Competition

The right to legitimately compete in the patent field will be at stake when criminal
sanctions are espoused. CIPA

•7«70

has made many comments on the criminalization of

patents and noted that criminal enforcement of patents completely fails to acknowledge
the position of those who wish to compete legitimately with owners of intellectual
property rights.378379380Competitors have rights and criminalisation of intellectual property
infringement could have a serious impact on those rights.
It is true that the criminal enforcement of patents would result in significant
chilling of competition in many fields because of the fear that genuinely competitive
activities might be construed as criminal offences.381* This will also result in stifling
competitiveness unnecessarily.

This could also lead to movement by certain companies

378 The Chartered Institute o f Patent Attorneys (CIPA) is the professional and examining body for patent
attorneys (also known as patent agents) in the United Kingdom. The Institute was founded in 1882 and was
incorporated by Royal Charter in 1891. It represents virtually all the 1800+ registered patent attorneys in
the United Kingdom, whether they practise in industry or in private practice, Online: CIPA,
http://www.cipa.org.uk/pages/about.
379 Chartered Institute o f Patent Agents, Preliminary Comments on the proposed Directive on criminal
measures aimed at ensuring the enforcement o f intellectual property rights and the Council Framework
Decision on measures to strengthen the criminal law framework to combat intellectual property offences,
Online: http://www.cipa.org.uk/download files/preliminarv Proposed Enforcement.pdf at 2.
380 Ibid at 3.

382 The Law Society o f England and Wales, Proposal for a Directive on criminal measures aimed at
ensuring the enforcement o f intellectual property rights, August 2006, Online: Law Society o f England and
Wales,
http://www.lawsocietv.org.Uk/secure/file/l 57008/e:/teamsitedeploved/documents//templatedata/Intemet%20Documents/Nongovemment%20proposals/Documents/ipcriminalsanctions310806.pdf at 7.
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to re-locate outside to jurisdictions where only the possibility of civil litigation exists in
relation to patents.
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The impact of stifling will not be limited to competition alone but can be felt in
the common market as well. There is even a risk that, by enhancing the threatening
potential through criminalization of patent infringements, the (desirable) freedom of
market actors to engage in business is curtailed beyond proportion, which would produce
results adverse to the aims of the common market.

For example, companies who make

generic drugs once the molecule patent has expired are often harrassed by the original
patent holder with lawsuits over secondary patents - which have a low probability of
success but which are used cynically to delay competition by a year or two.384385386It would be
unimaginable how these companies would act when they are fortified with a bigger and
better means to threaten the generic drug manufacturers.
Notably, the damage caused to legitimate competition and common market due to
criminalization of patent infringements could also result in higher prices for
consumers.

Thus, criminal enforcement in the event of infringement of patent will have

384 Reto Hilty, Annette Kur and Alexander Peukert, Statement o f the Max Planck Institute for Intellectual
Property, Competition and Tax Law on the Proposal for a Directive o f the European Parliament and of the
Council on Criminal Measures Aimed at Ensuring the Enforcement o f Intellectual Property, Onli ne:
http://www.ip.mpg.de/shared/data/pdf/directive of the european parliament and o f the council on cri
minal measures aimed at ensuring the enforcement o f intellectual property rights.pdf at 4 . [Reto
Hilty]
385 Ibid.
386 Ross Anderson, The Second IPR Enforcement Directive — A Threat to Competition and to Liberty, 26
Sep, 2005), Online: Foundation for Information Policy Research, http://fipr.org/copvright/ipred2.html.
[Ross Anderson]
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serious negative effects on legitimate competition and in proper working of a healthy
market.
4.2.1.2.Stifling Innovation
A patent is a reward granted in the form of a monopoly

for a limited period of

time to the inventor to exploit his invention commercially. Patent is an exclusive right in
the hands of the patent holder and all other persons are barred by law to use his invention.
It is noteworthy that the monopoly conferred by the patent itself would stifle further
•

•

improvements in the underlying idea.
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In addition, as already mentioned, if patent infringement is criminalized,
competitors might be discouraged or frightened from even contemplating engaging in
activities that could be within the scope of a patent.

Thus, the decline or fall in the

level of potential innovations, if posed with the threat of criminal sanctions, will be
unimaginable. Every inventor will abstain himself from exploring an area within which
patents exist.
It is therefore perceivable that innovations would face serious threats if criminal
sanctions for patent infringements are incorporated.3879

387 Mark Perry, From Pasteur to Monsanto: Approaches to Patenting Life in Canada, Law Faculty
Publications,
2008;
Online:
Social
Science
Research
Network,
http://papers.ssrn.com/sol3/papers.cfm7abstract id=1291344 at 1.
388 Randall M. Whitmeyer, A Plea for Due Process: Defining the Proper Scope o f Patent Protection for
Computer Software, (1990) Northwestern Univ. L. R. 1128.
389 Neeraj Agarwal, supra note 355 at 794.
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4.2.1.3.Inevitable not to Infringe
It has been generally recognized that in certain fields, it is inevitable not to
infringe. A good example is the field of text data compression.390*There are now so many
patents in this field that it is virtually impossible to create a data compression algorithm
that does not infringe at least one of the patents.

TQ 1

A striking example - the LZW compression algorithm was developed in 1984 and
many program developers started using it.

In 1985 the U.S. Patent Office issued a

patent on this algorithm barring other program developers from using this algorithm even
if they had already incorporated it into their programs.

If there were criminal

enforcements available for patent infringements back then, many companies and
developers would have been behind bars for patent infringement.
Further, the words of Ante Wessels394395, while addressing the issues of criminal
enforcement of patents

TQC ,

is an eye opener:

“In some sectors, like the software industry, it is impossible not to violate patents.
Microsoft has been violating many patents, and had to pay huge damages. But do
we really want to see Bill Gates in prison?396”

390 Richard M Stallman, The Danger o f Software Patents, (Boston: GNU Press Free Software Foundation,
1997) at 97.
391

Ibid.

392

Ibid.

394 Ante Wessels is an FFII's representative.
395 Adding criminal sanctions to
http://wiki.ffii.org/lpredEpQ51122En.
396

Ibid.

a

legal

minefield,

(Brussels,

Nov

22th

2005),

Online:
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Due to the fact that in certain cases it is inevitable not to infringe patents,
criminalization will result in turning so many people and businesses into supposed
“common criminals.”397
4.2.1.4.Issues Due To Invalidation of a Patent
The development and use of new products in the ICT industry often requires the
use of technology covered by tens or even hundreds of patents. While the majority of
these patents are valid, the fact is that when patents are challenged many are
invalidated.398
When a company is planning its product development strategy, it will often
conclude that certain patents it would infringe were it to launch a new product are
unlikely to be found valid if challenged.399 In such a case, it might well decide to take the
risk and launch its product without taking a licence.400 The usual strategy of a defendant
will be to try to invalidate the patent in question and if the defendant succeeds in
validating the patent, then the litigation suit will have to be withdrawn.401*An example is
the case of Hindustan Level Ltd. v. Godrej Soaps Ltd. and OrsW2, the plaintiff filed a suit
for injunction for infringement of patent relating to soaps manufactured in accordance

397Ibid.
398 Mark A. Lemley and Carl Shapiro, Probabilistic Patents, Journal o f Economic Perspectives, Spring
2005, at 1.
399 European Committee for Interoperable Systems, ECIS response to the proposed directive on criminal
measures aimed at ensuring the enforcement o f Intellectual Property Rights, Online: ECIS,
http://www.ecis.eu/news/documents/ECIS Position Paper on IPRED2.pdf.
400 Ibid.

Patent
Infringement
and
Litigation,
Online:
IP
http://www.ipproinc.com/admin/uploads/Patent Infringement and Litigtion in India 57.pdfat 7.
402

1997 PTC (17) 756 (Cal.).

Pro,
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with the patent and marked under the trademark “VIGIL”. The defendant contended that
making detergent bar containing varying amounts of percentage of soaps including non
soap detergent and water insoluble fillers, including starch and varying ranges of
moisture, is not new and therefore due to non-novelty it cannot be a subject matter of a
patent. The court held that even though the defendant infringed the plaintiffs patent
knowingly, an injunction cannot be passed as ‘a mere arrangement or re-arrangement of
known devices each functioning independently on one another in a known way is not an
invention under Section 3 of the Indian Patent Act, 1970.’403
Much similar is the case of revocation of patents as well. In most circumstances,
revocation before the courts is the major argument for securing cancellation or
amendment of a competitor’s patent.404
This business practice of invalidating patents before a court of law will face issues
if criminal sanctions for patent infringements are made available. This can be explicitly
noted in the field of software development.405 Although in many nations, patents are not
permitted for software as such, many patents do exist on software technologies, though
their validity can often be questionable.
For example - While above 90% of litigations based on software patents would
fail in court, they give the patent holders a legal basis for threatening software producers

403 Ibid at 759.
404 Chapter 4 - Enforcement o f Intellectual Property Rights, WIPO Intellectual Property Handbook: Policy,
Law and Use, Online: www.wipo.int/about-ip/en/iprm/pdf/ch4.pdf at 207. [WIPO on enforcement of IPR]
405 Ibid.
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or distributors with litigation.406 If patent infringements are criminalized, the threat of jail
time; massive fines; seizing of assets; and closure of business, could generate enough fear
among computer users to make people obey invalid patents granted on software just
because the stakes are too high 407 By the time bogus ‘rights’ titles have been invalidated
in court the harm will be done. Thus, weak patent rights will gain a great threat
potential.408
Tim Frain, the director of IP matters at Nokia, explained that patents are often
ambiguous and weak enough that he tells managers to use patented technology despite
the potential for infringement “because, after making a risk analysis, we feel we can
safely challenge the existing patent. . . . But with this law, even if I ’m certain the existing
patent is no good, the manager involved would be criminally liable. ”409
Another effect is that criminal sanctions would lead solicitors and other IP
advisors to give more cautious advice and lead clients to take an overly cautious approach
in relation to any potential infringement of third-party patents, even though they may be
invalid.410
Thus, criminalizing patent infringement will result in granting monopoly over
invalid patents as well, which is a major disadvantage.
406
Criminalisation
of
Copyright
http://fsfe.org/proiects/ipred2/ipred2.en.html.

and

Trademark

Infringement,

Online:

FSFE,

407 Ibid.
408 EP Civil Liberties Committee Criminalises Bussiness Conflicts, Brussles, (14 December 2006), Online:
http://press.ffii.org/Press%20releases/EP%20Civil%20Liberties%20committee%20criminalises%20busines
s%20conflicts.
409 Irina D. Manta, supra note 29 at 29.
410 Law Society, supra note 382 at 7.
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4.2.1.5.Issues due to Ambiguous Scope of a Patent
The economic significance of a patent depends on its scope: the broader the
scope, the larger the number of competing products and processes that will infringe the
patent411 A company affected by another’s right will carefully assess what its scope is
and whether or not it is valid.412 It is after assessing the scope of the patent that the
competitor moves ahead in the field.
As is well known, the scope of patent claims is often difficult to interpret, and
therefore it is difficult to predict with certainty whether a third party is infringed by a
company’s own implementation of the technology.413 This would directly imply that, in
most cases, the inventor will be unaware whether he is infringing other patents or not
while working and developing a product in any area. Criminalization of patent will
therefore result in declaring that the patent holder has committed crime without he
himself knowing about it.
4.2.1.6.Problems in Licensing Negotiations
Negotiation is an important aspect of protecting and enforcing intellectual
property rights. In negotiation, an infringer might well be persuaded to change what he is
doing.414 During the attempts to negotiate, the supposed infringer may claim that he is not
infringing; or he may allege that the right is of little value and does not justify significant
411 Robert P. Merges & Richard R. Nelson, On the Complex Economics o f Patent Scope, 90 Colum. L. Rev.
839 1990 at 840.
412 WIPO on enforcement o f IPR, supra note 404.
413 European Committee for Interoperable Systems, Response To Proposed Directive On Criminal
Measures Aimed At Ensuring The Enforcement O f Intellectual Property Rights, Online: ECIS,
http://www.ecis.eu/news/documents/ECIS Position Paper on IPRED2.pdf. [ECIS]
414 WIPO on enforcement o f IPR, supra note 404.
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royalties; or he may argue against the proposed license terms.415 A competitor whose
operations are obstructed by earlier rights will usually seek a license or try to negotiate
some other agreement in a friendly way.416
The criminalization of patent infringement will have serious effects on licensing
negotiations. It would, for example, impose criminal sanctions on a licensee in a situation
where a periodically renewable license has expired, but a renewal is being negotiated
between the licensor and the licensee.417418If the license has expired, even where good faith
renewal negotiations are on-going, the licensor can threaten the licensee with criminal
prosecution if the latter does not agree to terms that are more favorable to the licensor.
A further effect is that with the incorporation of criminal enforcement of patents,
the patent holder will have a higher deal while negotiating for licensing. This effect will
force the licensee, after negotiation and obtaining license, to charge higher price for the
product to cover the amount disbursed for negotiating the license and to gain profit.419
4.2.1.7.Problems with Undisclosed Patents
It takes several years on an average for a patent to be granted.420 It is because
every patent application undergoes rigorous scrutiny before a valid patent is granted.
Until granted Patent, the pending patent applications are kept confidential by the Patent
415 Ibid.
4,6 Ibid.
417 ECIS, supra note 413 at 3.
418 Ibid.
419 Ibid.
420 It takes an average o f 32 months for a software patent to be approved and published. See Brain Kahin,
The Software Patent Crisis, (1990) Technology Review 50 at 55.
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Office.42142 Thus, there is no reliable method for avoiding the infringement of these
undisclosed patents.
In the software patenting scenario, the undisclosed patents pose a serious issue. It
is common that a developer could begin designing a large program, only to find out later
that some parts of the program had already been patented by another developer.

499

As there could be a large number of patents which are undisclosed, it can never be
known whether a new invention overlaps or encroaches upon others patents or not.
Criminal sanctions for patent infringements are therefore unadvisable due to large
number of undisclosed patents.
4.2.1.8.Problems with Indemnity in Patent Litigations
At present, all generic manufacturers indemnify their customers against suits for
patent infringement.423 Since criminal offenses cannot be indemnified against, patent
litigation insurance would not be possible, and software producers might no longer
provide indemnity to distributors of their software.424 Criminalising patent infringement
will stop such indemnities being given, and will thus tilt the balance in favour of the
former patent holder.425

421 Rohan Bhandari, Computer Programs: Intellectual Property Protection In Canada And India, Thesis
Submitted before The School o f Graduate and Postdoctoral Studies, The University o f Western Ontario,
London, Ontario, Canada, at 114.
422 Ibid.
423 Ross Anderson, supra note 386 at 2.
424 CCTI-FSFE, supra note 406.
425 Ross Anderson, supra note 386 at 2.

4.2.2.

D is a d v a n t a g e s

c r e a t e d by

C r im in a l L a w S y s t e m

4.2.2.l.Proving the Intent or Mens Rea
Every crime is composed of certain elements or ingredients each and every one of
which must be present and proved before the defendant can be convicted.426 All crimes
must consist of an act or negligence and criminal intent.427 Criminal intent does not mean
an intent to commit crime nor need it even be an evil intent; a person is said to act with
criminal intent when he voluntarily and intentionally so conducts himself as to violate a
law defining a crime.428
Many crimes require and contain as an element what is known a specific intent.
Specific intent exists when the person not only does the act in question intentionally but
does so with a specific intent.429 It is noteworthy that in all criminal offences, the
requisite specific intent or mental intention or mens rea must be proved.430
As noted before, the issues of ambiguity in scope and validity often dominate
proceedings on patent issues in many jurisdictions. It is therefore difficult to envisage
how such matters would be dealt with in a criminal trial - how would the prosecution be

426 Charles W. Fricke, Criminal Investigation and the Law, 7th ed. Revised by George T. Payton, (Vivian
Bohrer: Legal Book Co., 1974) at 49.
427 Ibid.
428 Ibid.
429 John Wilson, Fundamentals o f Criminal Law - Laws Were Made To Be Broken, Online:
http://www.drtomoconnor.com/3010/30 lOlectO 1.htm.
430 Ibid.
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able to demonstrate the requisite level of criminal knowledge and intent of someone
accused of such an infringement?431
A striking example of this is the patent scenario in Germany. The German Patent
Act, 1981 prescribes fine and three years imprisonment under Article 142.432 The element
of surprise is that even though Article 142 contains provisions for criminal sanctions for
patent infringements, prosecution occurs very seldom.433 Further, it is also unclear
whether “intention” or “scientier” is required under the Act.434 This is because in most
cases, the mental intention cannot be conclusively established.
With the divergent approach of courts in interpreting scope, claim constructions
and validity issues, it becomes questionable how the requisite mental intention can be
proved in a case for patent infringement. Further, the alleged infringer may have
unknowingly infringed the patent as he may have thought that the claim of the patent
holder does not encompass the alleged infringer’s invention. In such cases, if the patent
holder succeeds in establishing intent, it would amount to injustice being meted out to a
genuine inventor.
Thus, issues in relation to proving intent or mens rea questions criminal
enforcements in patent infringements.
431 Law Society, supra note at 382.
432 German patent act, 1981, P. 9, Art. 142 (Patent Law as amended by the Laws o f July 16 and August 6,
1998); See also IP Counterfeiting and Criminal Sanctions, Online: European Union, http://www.iprpolicv.eu/media/pts/l/IP counterfeiting criminal sanctions report.pdf.
433 Dehns, Criminalising Patent Infringement in the E.U., Online: Dehns, http://www.dehns.com/generalpdfs/article—criminalising-patent-infringement-in-the-eu.pdf.
434 J.W. Baxter & John P. Sinnott, World Patent Law and Practice, (New York: M. Bender, 2002), at 78;
See also Larry Coury, supra note 64.
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4.2.2.2.Higher Burden of Proof
The expression ‘burden of proof is used in two senses in a criminal trial, namely435:
(a) The obligation on the prosecution to prove all the facts necessary to establish
guilt; and
(b) The obligation on either prosecution or defence to establish the facts upon a
particular issue.
In the first sense, it is also known as the ‘persuasive’ or ‘legal’ burden meaning the duty
of persuading the tribunal of fact, in this case, the jury or justices. In the second sense, the
burden is called “evidential,” meaning the burden of adducing evidence.436 The
expression is also used to describe the duty of establishing the admissibility of evidence.
In a criminal trial, the prosecution bears the persuasive burden.437 Therefore the
rule is that the duty of persuading the tribunal of fact, i.e. the burden of proving the
defendant’s guilt, is upon the prosecution.438 This is the cardinal principle of all criminal
trials.439 It encapsulates the presumption of law that the defendant remains innocent until
he is proved guilty.440

435 Klotter Meier, Criminal Evidence for Police, Vol. Ill, (Cincinnati: The W.H. Anderson Co., 1971), at
53.
436 Richard May, Criminal Evidence, (London:Sweet & Maxwell, 1986) at 39.
437 Ibid at 40.
438 Ibid.
439 Ibid.
440 Ibid.
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The prosecution must prove all the elements in the offence necessary to establish
guilt. If the prosecution does not prove any of the elements, it fails and the defendant
must be acquitted.441 In effect, the defendant has to prove nothing. He does not have to
prove his defense. Even where the evidential burden shifts to the defendant the persuasive
burden remains on the prosecution.442
This rule was firmly established by the House of Lords in Woolmington v.
D.P.P,443. In this case, the court, through Viscount Sankey L.C. declared the law as:
“While the prosecution must prove the guilt o f the defendant, there is no....
burden laid on him to prove his innocence and it is sufficient for him to raise a
doubt as to his guilt. Throughout the web o f the Criminal Law one golden thread
is always to be seen, that it is the duty o f the prosecution to prove the accused’s
guilt subject.......... to any statutory exception444
Further, the court went on to observe:
“If, at the end o f and on the whole o f the case, there is a reasonable doubt,
created by the evidence given by either the prosecution or the accused, as to
whether there is a malicious intention, the prosecution has not made out the case
and the prisoner is entitled to an acquittal. No matter what the charge or where
the trial, the principle that the prosecution must prove the guilt o f the accused is
part o f the common law and no attempt to whittle it down can be entertained. ”
This English principle of ‘beyond all reasonable doubt’ has been well accepted as
a cardinal principle of criminal law. This principle is widely recognized in Canada and
India as well.

442 Ibid at 41.
443 [1935] A.C. 462; 25 Cr. App. R. 72.
444 Ibid at 81.
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Legal Scholar Roger E. Salhany445 in his treatise “Studies in Canadian Criminal
Evidence” has clearly observed:
“The evidence must establish the truth o f the fact to a reasonable and moral
certainty, - a certainty that convinces and directs the understanding, and satisfies
the reason andjudgment... This we take to be proof beyond a reasonable doubt."
A similar assertion is notable in the work of Morris Manning and Peter Sankoff on
“Criminal Law”446:
“While it is as much a matter o f procedure and evidentiary proof as anything
else, it is nonetheless impossible to ignore one o f the key features o f the criminal
law: the notion that the onus lies upon the prosecution to prove the accused’s
guilt beyond a reasonable shadow. ”
Further, Justice Josephson correctly and eloquently stated that the need to prove
guilt beyond a reasonable doubt is the essence of the Rule of Law and cannot be
apprehended any less vigorously in cases of horrific crimes than it is with respect to any
other offence under the Criminal Code.447
The Indian criminal law system also recognizes that all criminal case requires the
proof to be established beyond all reasonable doubts.448 This principle was also

445 Roger E. Salhany, Studies in Canadian Criminal Evidence, (Toronto: Butterworths, 1972) at 47.
446 Morris Manning and Peter Sankoff, Criminal Law, 4th ed. (Ontario: LexisNexis Canada Inc., 2009) at
31.
447 K.R., The Air India Trial, The Criminal law Quarterly, Voi. 50, No. 3, June 2005, at 2. Online: Criminal
Law Quaterly, http://www.law.utoronto.ca/documents/Roach/ 50CLQ213 .pdf.
448 Alamelu and Anr. v. State represented by Inspector o f Police, Criminal Appeal No. 1053 Of 2009
(Judgement passed on 18th Jan, 2011).
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reaffirmed in the recent decision of the Supreme Court of India in the case of Alamelu
andAnr. v. State (Inspector o f Police) 449
In both India and Canada and all other nations where only civil enforcement of
patents exist, the Patent holder need to prove infringement only to a reasonable
probability or preponderances of probability.450 When Patents are criminalized, the level
of proof shifts towards establishing the crime ‘beyond all reasonable doubts’ thereby
making it much tougher to effectively prosecute willful infringers. Further, the
prosecution has to prove every element of patent infringements and if a reasonable doubt
still persists, the infringer gets acquitted. Therefore, it is tough to prove the crime or
offense of patent infringement “beyond all reasonable doubts” thereby raising serious
concerns over the successful prosecution of an infringer. Indeed this will bring down the
number of patent infringement suits filed before the courts but will also advance the
incidence of patent infringements.
In addition to this, the Patent Act, 1985 of Canada recognizes that in an action for
infringement of a patent granted for a process wherein the defendant has a new product
which is the same as the plaintiffs product, it is a presumption that the defendant
produced his product by infringing the plaintiffs product.451 i.e. it is presumed that the
defendant is guilty of violating process patents.

449 Ibid at 12.
450 Christopher S. Marchese, Patent Infringement and Future Lost Profits Damages, 26 Ariz. St. L.J. 750
(1994).
451 Canadian Patent Act, 1985, Sec. 55.1.
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India has also incorporated the same principle in its Patent Act.452 This is also
affirmed by the Indian Court in Farbewerke Hoechst Aktiengesellschaft Vormals Meister
Lucius & Burning Corporation v. Unichem Laboratries and Ors,453:
“ The burden o f proving infringement o f a patent by a person is on the patent
holder. However, in the case o f infringement o f a process patent to obtain a
product, burden o f proof is on an alleged infringer to prove that the product was
not made by the patent holder’s process.454 It should be noted that the burden will
shift to the alleged infringer only if the patent holder proves that the product
being used, made, sold, offered for sale or imported, by the alleged infringer is
identical to that made by the patented process and if:
•

The patent is over a process to obtain a new product; or,

•

It is most likely that the product o f the alleged infringer is made using the
patent holder’s process; and,

•

The patent holder is unable to determine the process used by the alleged
infringer to make the product through reasonable efforts,455”

This provision has been incorporated in India and Canada due to their obligations under
the TRIPS Agreement.456 Clearly, this rule is against the cardinal principle of criminal
law which declares that burden of proof always vests with the plaintiff. However, both
India and Canada cannot derogate from this statutory presumption as it would result in
violating the international obligations.

452 See Section 104-A, Indian Patent Act, 1970.
453 AIR 1969 Bom. 255 at 257.
454 Ibid at 270, See also Kalyan C. Kankanala, Indian Patent law & Practice, (N.Y.: Oxford University
Press, 2010), at 209.
455 Ibid.
456 Article 34, Process Patents: Burden o f Proof, Agreement on Trade Related Aspects o f Intellectual
Property
Rights,
(April
15,
1994),
Online:
World
Trade
Organisation,
http://www.wto.org/english/tratop e/trips e.
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4.2.2.3.Criminal Law is for Public Offences
Most legal systems recognize a qualitative difference between the prosecution of
a citizen by the government for a crime, and the resolution of a dispute between two
citizens as to their respective civil rights and obligations.457 In some respect, most forms
of punishment aim, directly or indirectly, to protect the community.458 Retribution and
deterrence ultimately aim to protect the public.459 Criminal sanctions are applied for
protecting the public or against violation of public order - making it a tool for protecting
the public interest.460
The potential outcome of the criminal process is punishment for an offence
against public order, whereas the typical aim of civil process is vindication of private
rights.461 For the vindication of private rights, one should only resort to civil remedies. In
short, private parties are not entitled to avail themselves of criminal prosecution measures
in order to combat violations of the law committed by fellow citizens.462
Patent is a private monopoly granting exclusive right to the holder to make, sell,
use and import the product. For a private and exclusive right such as patent, criminal laws
are generally not advisable as the purpose of criminal wrath is to protect the public.

457 Murra y Gleeson, Civil Or Criminal - What Is The Difference?, Law Summer School, Perth, (24
February,
2006),
Online:
High
Court
of
Australia,
http://www.hcourt.gov.au/assets/publications/speeches/former-iustices/gleesonci/ci 24feb06.pdf.
458 Ibid at 9.
459 Ibid at 9.
460 Supra note 373 at 6.
461 Ibid at 2-3.
462 Ibid.
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4.2.2.4.Criminal Courts are not appropriate for dealing with Patents
The WIPO463, in its Advisory Committee report, has made critical comments on
having criminal remedies for patent infringements. WIPO also lists a series of issues that
arise if criminal enforcement is supported.464 Among other issues on criminal sanctions
for patents, WIPO notes:465
“In many countries criminal courts are over-burdened and suffer from serious
backlogs. The period between arrest and trial may be unacceptably long.
Witnesses may disappear, complainants may lose interest, exhibits may disappear
and the prosecution may regard the matter as stale. ”466*
These effects leave a wakeup call to stare at the reality that criminal courts are not
appropriate for dealing with patent infringements.
4.2.2.5.Problems with Law Enforcement Officers
The law enforcement personnel are generally trained in the authority to arrest,
criminal procedure (including search warrant requirements and custodial interrogations),
the penal law (including crimes against persons, property and crimes against the
maintenance of public order), and other matters that relate to the administration of

463 The World Intellectual Property Organization (WIPO) is a specialized agency o f the United Nations. It
is dedicated to developing a balanced and accessible international intellectual property (IP) system, which
rewards creativity, stimulates innovation and contributes to economic development while safeguarding the
public interest, Online: WIPO, http://www.wipo.int/about-wipo/en/what is wipo.html.
464 WIPO, The Enforcement o f Intellectual Property Rights by means o f Criminal Sanctions: An
Assessment, WIPO/ACE/4/3 (1 November 2007), at 15.
465 Sisule F. Musungu, Advisory Committee on Enforcement, The Contribution o f and costs to, right
holders In enforcement, taking into account recommendation 45 o f the WIPO Development Agenda, Fifth
Session, Geneva, November 2 - 4 , 2009.
466 Carsten Fink, Enforcing Intellectual Property Rights: An Economic Perspective, Advisory Committee
On Enforcement, Fifth Session, Geneva, (November 2 to 4, 2009) WIPO/ACE/4/,3 page 40, Online: WIPO,
http://www.wipo.int/edocs/mdocs/enforcement/en/wipo ace 4/wipo ace 4 3.pdf.
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criminal justice.467 They may not, however, be trained in the sciences or any other
technical matters.468 Since a patented technology or product involves many technical
matters and issues, it cannot be understood or analyzed by a normal enforcement officer.
In addition to this, the local authorities or other public bodies with an interest in
trading standards would not have sufficient financial resources to bring prosecutions on
criminal enforcement of patents, which would undoubtedly be lengthy and expensive.469
Most importantly, it is also possible that an overzealous pursuit of criminal sanctions by
enforcement bodies could actually hamper the justice system because prosecuting
authorities are unable to stop a prosecution in order to settle a case.470
Thus, there are many issues associated with law enforcement officers taking
criminal actions in case of patent infringements.
4.2.2.6.Abuse of Criminal Process
Criminal enforcement of patents could raise real concerns over the fairness of
proceedings and may amount to an abuse of process. When criminal sanctions are
enforced for protecting patents, procedural misuses are conceivable.471 All states will
have to ensure that the misuse of threats of criminal penalties can be prohibited and/or

Ibid.
468

Ibid.

469 Law Society, supra note 382 at 6.
470 Ibid.
471 Rito Hilty, supra note 373 at 6.
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sanctioned by criminal, civil and procedural measures.472 Criminal sanctions for patents
will lead to concerns for fairness and thereby call for countermeasures.
4.2.2.6. Criminal Law requires clarity and clear boundaries
Criminal law by nature requires very clear boundaries. Not being able to know
beforehand whether one commits a criminal offence or not is unacceptable both in terms
of justice and human rights. Criminal law presupposes that one should know the law, but
that is impossible in the case of patent infringements.473 In the patent fields, there is an
explosion of potential patent coverage that it is difficult to know with certainty what is
patented and what is not patented.474 Since criminal law needs precise definitions of the
offences and a precise scope475, criminal sanctions for patent infringements are not
advisable.
4.2.2.7. Creating imbalance between Criminal versus Civil Proceedings
The introduction of broad criminal sanctions may upset the balance that exists
between the use of civil and criminal proceedings.476 Currently, the use of criminal
sanctions is rarely a significant factor in relation to cases of IP infringement. An increase

472 Ibid.
473 IP Enforcement Directive 2: European Community goes criminal, Analysis o f the IP Enforcement
Directive text (IPRED2) proposed by the European Commission (2 May 2006), Online: FFII,
http://wiki.ffii.org/lpred20605 lOEn http://wiki.ffii.org/Ipred2060510En.
474 Rohan Bhandari, supra note 421 at 116.
475 EP CL committee, supra note 408.
476 Law Society, supra note 382.
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in the use of criminal sanctions could create imbalances with related areas of law where
criminal sanctions were unavailable.477
It could become more difficult to draw a distinction between where the civil or the
criminal law should be applied, and this can be felt in terms of evidence, process and
standards of proof.478 Prosecutors as well may find it difficult to differentiate between the
civil and criminal sanctions available.479 In a matter of days the upset in the balance
between civil and criminal proceedings, which were established time immemorial, would
be easily felt.
4.3.

C onclusion O f T he C hapter

From the aforementioned observations, it can be noted that criminal sanctions for
patent infringements will have the advantage of creating better deterrence and lowering
the cost of litigation. As enumerated above, criminal sanctions will also have many
negative effects or disadvantages, if applied to a patent regime. Firstly, though criminal
sanctions will create deterrence among potential infringers, it will also deter legitimate
competitors from entering the field. This will undermine the purpose of patent protection,
as the ultimate intention of granting patents is to foster innovations. In addition, the
deterring effect of sentences depends on the certainty of detection and conviction.480 A
sentence will only have deterrent value if the police are properly equipped and able to
investigate crimes within a reasonable time, and the court system is able to effectively

477 Ibid.
478 Ibid.
479 Ibid.
480 WIPO, supra note 22 at 46.
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handle the case. Thus, unless the court system is effective no sentence can have any
deterrent value.481482
Secondly, from the patent holder’s perspective, the litigation costs will be lowered
when criminal sanctions and enforcements are made applicable to patent infringements as
the government prosecutes the case. The question arises as to how far such a case would
be able to be pursued by the government as patent suits are very expensive. It is
questionable as to how much resources the state would be able to allocate to prosecute
such a case. An example is the patent scenario of Thailand. In Thailand, a criminal action
for patent infringement may be moved against infringers of a Thai registered patent.

As

per Thailand Patent laws, criminal action is initiated with the filing of a criminal
complaint with the police, followed by a police raid (based on a lawful search warrant),
arrest of the infringer and seizure of the infringing goods.483 Despite having statutory
provisions for criminal enforcements, there is not a great deal of patent infringement
litigation in Thailand, presumably because of the lack of a formal discovery mechanism
and the expense necessary to prepare and prove a case.484 This shows that the lack of
resources and high costs likely leads to faulty prosecution of patents.
In short, it has to be conceded that the advantages identified and associated with
criminal sanctions for patent infringements have associated negative effects. The
advantages of applying criminal sanctions and enforcements to patent infringements are
481

Ibid.

482 Edward J. Kelly, Intellectual Property in Thailand, Online:
http://www.tillekeandgibbins.com/publications/pdf/asialaw practice thai.pdf.

484 Ibid.

Tilleke
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Gibbins
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clearly overshadowed by the large and serious disadvantages. A glance at the fish bone
analysis, Annexed as E, will establish this fact. In short, India and Canada will face all of
these disadvantages if criminal sanctions are made applicable to patent infringement
cases. Therefore, it can be concluded that criminal enforcement is not necessary or
desirable in the event of patent infringement in Canada and India.
More important than all other factors is the notion that criminal sanctions for
patent infringement are, in reality, against the objective of the patent system of India and
Canada. In his work on ‘From Pasteur to Monsanto: Approaches to Patenting Life in
Canada’, Mark Perry notes

:

“Few would dispute that one o f the main rationales o f all patent regimes is to
encourage the development o f new inventions, to promote innovation by direct
reward (the grant o f the monopoly from the state), and to ensure the
dissemination o f information required to stimulate further invention. There is no
doubt that the central objects o f the Patent Act are to advance research and
development and to encourage broader economic activity. ”
The Canadian courts have declared that the objective of the Patent Act, 1985 is not to
punish the wrongdoer or infringer. This was made clear in the case of Beloit Canada Ltd.
v. Valmet Dominion Inc.

where it was specifically laid down by the Federal Court of

Appeal that:
“The patent act has as its objective, not the punishment o f the wrongdoers, but the
compensation o f the aggrieved party for losses occasioned by the acts o f another,
akin to Tortious Liability. ”4856

485 Mark Perry, From Pasteur to Monsanto: Approaches to Patenting Life in Canada, Law Faculty
Publications,
2008,
Online:
Social
Science
Research
Network,
http://papers.ssrn.com/sol3/papers.cfm7abstract id= 1291344.
486 (1997), 73 CPR (3d) 321 at 347 (FCA).
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In the case of Beloit Canada Ltd. v. Valmet O.Y.487 and in the case of Wellcome
Foundation Ltd. v. Apotex In cm while awarding accounting of profits, the court declared
that:
“An accounting o f profits is based on the premise that the defendant, by reason of
its wrongful conduct, has improperly received profits which belong to the
plaintiff; punishment does not play any role in the Patent Act. ”
Essentially, the objective of Patent Act, 1985 of Canada is not to punish the defendant for
his wrongdoing but is designed to foster innovations and compensate the patentee for the
wrongful use of his property.4874489
Very similar is the case of Indian Patent system. The Indian Patent Act has, as its
objective, the intent to foster innovations rather than to punish the infringer.490 The
objective of the Indian Patent Act was clearly affirmed in the case of Bishwanath Prasad
Radhey Shyam v. Hindustan Metal Industries491, wherein the court held that:
“The object o f patent law is to encourage scientific research, new technology and
industrial progress and not to hamper it. ”
Further, in the case of Raj Prakash v. Mangat Ram Chowdhry and Ors.492, the
Delhi High Court held that:

487 (1994), 55 CPR (3d) 433 at 457 (FC TD).
488 (1998), 82 CPR (3d) 466 at Para. 29 and 30 (FC TD).
489 Hughes and Woodley, Law o f patents, 2nd ed. (Butterworths), 2005 at 447.
490 Manish Saurastri and R Murahidharan, India's Developing IP system, No. 167 Managing Intell. Prop.
124 2007.
491 AIR 1982 SC 1444.
492 AIR 1978 Delhi 1; M ANU/DE/0152/1977.
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“As a result o f the incentive offered by patent law, the inventor is encouraged to
create new inventions, which in turn promotes the progress o f science and
technology. This is the primary objective which the patent system seeks to
achieve. ”493
Considering that the objective of the Patent Act is to promote the development
inventions and make them available to the public, employing criminal law to deter patent
infringements is clearly against the intent and spirit of the patent system of Canada, as it
results in the hampering of innovation.
The experience of Japan in dealing with patent infringements through criminal
sanctions is worth examining at this juncture. In Japan, the government exclusively takes
action in cases of tortious acts and controls punishment and deterrence.494 This is the
primary reason for having criminal sanctions under the Japanese Patent Act for dealing
with patent infringements. The Japanese Patent Act imposes criminal sanctions in
addition to injunctive relief and awards damages for infringing patentee’s rights over an
invention.495 Chapter XI of Japanese Patent Act is the section on penal provisions, and
Section 196 of this chapter imposes a penalty of up to five years in prison and a fine of up
to ¥5.0 million (U.S.$38,000).496 It is questionable whether this system in Japan is
effective or not. This is because the average length of time to conclude a criminal action
for infringement in Japan is nine years, but in the U.S.A., the comparable length of time

493 Kalyan C. Kankanala, Aran K. Narasani & Vinita Radhakrishnan, Indian Patent Law and Practice,
(New York: Oxford University Press, 2010) at 1.
494 Larry Coury, C’est What? Saisie! A Comparison o f Patent Infringement Remedies Among the G7
Economic Nations, Fordham Intell. Prop. Media & Ent. L. J., Voi. 13, 1101 at 1146.
495
Jason
S.
Shuell,
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Online:
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http://www.bannerwitcoff.com/ docs/librarv/articles/Patent%20Enforcement%20in%20Japan.pdf.
496 Larry Coury, supra note 39, at 1145.
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is two to three years in a civil action for infringement.497 Quite recently, the Japanese
government realized that the traditional system of dealing with patent infringements with
stringent criminal procedures does not work effectively. Soon after, a ‘Commission on
Intellectual Property Rights’ was formed and its report was published in April 1997.498
The Commission emphasized the need to strengthen intellectual property rights in order
to promote the development of breakthrough technologies.499
The Commission proposed to shift the patent system more towards protection of
patent owners’ interests. It further suggested that patent law should give more incentives
for developing pioneer inventions rather than improvements and manufacturing
technologies. The Commission’s report resulted in the revision of the Japanese patent law
provisions relating to the calculation of damages (in 1998) and to patent enforcement
proceeding (in 1999).500 The first amendment aimed at increasing the quantum of
damages awarded by Japanese courts.501502 The courts reacted very quickly to this and
started to award larger damages more frequently.

In short, Japan is trying to adhere

more towards civil enforcement of patent infringements, rather than using criminal
sanctions.

497 Mark F. Wächter, Patent Enforcement in Japan: An American Perspective for Success, 19 AIPLA Q. J.
59 (1991) at 61.
498 Toshiko Takenaka, Patent Infringement Damages in Japan and the United States: Will Increased Patent
Infringement Damage Awards Revive the Japanese Economy? 2 Re-Engineering Patent Law 309 at 311.
499 Ibid at 310.
500 Ibid at 312.
501 Ibid at 311.
502 Ibid.
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Yet another patent system worth noting at this juncture is that of Thailand. In
Thailand, patent infringement is both a tort and a criminal offence.303 Therefore,
injunctive relief is available in both criminal and civil procedures.503504 Further, in the case
of criminal procedures, fines are the most common sanction imposed against the
infringer.505 The important fact to note is that the courts in Thailand usually refrain from
ordering imprisonment and the most common remedy is monetary penalties.
With this, this study underlines the reality that criminalization of patent
infringement is not advisable on any counts. The scholars crying aloud for criminal
enforcement of patents are speaking from a world of impracticality. At this moment,
taking a few steps back, it will be interesting to ask, is civil enforcement of patents that
dreadful? With the existing system of civil enforcement of patents, the innovations and
advancements made in medical research, biotechnology, and many other forms of
technology are unparalleled. From main frame computers to laptops and i-pads, from
Ford Perfect to Bugatti Veyron, from newspapers to internet and multimedia, from Bell’s
original phone to i-phone 3G, from the first recorded patent on glassmaking506 to
patenting life forms - it is all a result and achievement of civil enforcement of patents
which helps foster innovation and further healthy competition. As previously noted, the

503 Adriana Rizzott, Overview On The Latest Developments On Patent Protection In Brazil, With Focus On
Biotechnology, Business Methods And Computer-Implemented Inventions (March/2009), Online:
Intellectual
Property
Office,
http://www.ipo.org/AM/Template.cfm?Section=Home&Template=/CM/ContentDisplav.cfm&ContentID=
21973 at 9.
504 Ibid.

506 Christine MacLeod, Inventing the Industrial Revolution: The English Patent System, 1660-1800, (New
York: Cambridge University Press) at 11.
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increasing number of patent applications and registered patents in these nations shows the
development of technology and inventions achieved through healthy competition and
civil enforcement of patents. Though it has to be conceded that patent infringements are
increasing and civil remedies have limited ability to decrease the incidence of patent
infringements, civil remedies are necessary if development is to be achieved.
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CHAPTER V: CONCLUSION
In this thesis, it is argued that criminalization of patent infringement in any form
under patent legislation is not the solution for the rising number of patent infringements
pursued in court. There are significant deficiencies and disadvantages in holding that
patent infringements should be viewed through the lens of criminal law. Defining patent
infringement or construing it from within the realm of criminal law can sometimes also
be rather myopic in the sense that it overlooks the key features of a successful patent
system and would destroy the balance currently achieved to meet the objective of patent
law. Most importantly, adhering to the principles of criminal law while prosecuting
patent infringements could also result in stale or impractical prosecution of the
infringement.
These broad problems, in addition to many others identified throughout this thesis
(in spite of the increasing incidence of patent infringements, and scholarly comments in
Canada and India which recommend criminalizing patent infringement) buttress the
argument based on the observations that it is neither advisable nor desirable.
This thesis presents a broad analysis on the concept of criminalization of patent
infringement in Canada and India. Since Canada and India have never even contemplated
the introduction of criminal sanctions for tackling patent infringements, this thesis is the
first of its kind to address such a question with a comparative view representing both
these nations. A summation of the contributions of this thesis is essayed hereinafter,
attempting to weave together the principal conclusions of each chapter and their inter-
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relationships, so as to bring out a coherent whole o f the legal insights gained by the
foregoing analysis:
There is a significant surge in the number of patent infringement suits filed before
the Canadian and Indian Courts. In addition, the scholarly comments suggest that patent
infringers should face criminal repercussions for their actions. This view also finds
support from the theoretical foundations of criminal law and justice. The focus on Canada
and India alone in this thesis, in the endeavor to explore whether criminal sanctions are
desirable in these jurisdictions, was triggered by two motivations. India has seen a great
deal of reform of patent law since TRIPS507, whilst Canada has seen but little. However,
in both jurisdictions there has been a phenomenal increase in the quantum of
infringement suits and a significant degree of consensus among scholars in the matter of
suggesting criminalization of infringement.508
However, in this thesis it is shown that the increasing level of patent
infringements does not essentially mean that there is a rising wave of blatant patent
infringement in these nations. It may be simply due to the rise in patent applications filed
and granted in the Canadian and Indian patent offices, or simply that patent holders are
becoming more litigious. To conclude otherwise may be to succumb to the lapse of
equating correlation with causation. Nevertheless, despite the uncertainty engendered by
the growing number of patent infringements, in relative terms, it has to be conceded that
India and Canada are facing rising levels of patent infringement which has resulted in
scholars recommending criminal sanctions.
507 Supra accompanying text on TRIPS Agreement, Chapter I at page 83.
508 Supra accompanying text on scholarly comments, Chapter I at page 19.

132

Canada and India have a similar basis of civil remedies available for patent
infringement. The analysis shows that this is true and noticeable in terms of the nature,
applicability, basis for determination and implication of these various civil remedies.509 It
is also clear that should either Canada or India incorporate criminal sanctions for patent
infringement, the other nation could gain good knowledge for its own jurisdiction. The
similarity in the legal regime provides a fecund ground for gaining comparative insights
and for the cross-fertilization of ideas for viable legal solutions.
Based on a foundation of what has transpired before in the legal arena of patent
infringement, a prognosis of criminal sanctions for patent infringement was attempted. In
furtherance of this end, the historical and philosophical roots of the patent system of
Canada and India were analyzed. The analysis established that Canada developed its
patent statutes based on the U.S.A. and Britain and has always referred to both these
jurisdictions when developing patent law. Meanwhile, India relied heavily on the British
Patent system and its associated statutes when developing patent law in the country. The
analysis shows that it is likely that the common root source of the patent law of both
U.S.A. and Britain is the Statute of Monopolies which helps explain the absence of
criminal sanctions in the majority of nations which have derived their patent law from the
same root. Only a few nations have criminal sanctions for patent infringement; notably
those which deviated from this common root, namely, the Statute of Monopolies.
The Statute of Monopolies affirmed that protection granted for every invention is
similar to a private monopoly. Further, both the U.S.A. and Britain consider a patent to be

509 Supra conclusion o f Chapter II at page 48.
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a private monopoly for which criminal sanctions should not be applied. It is because of
this guiding principle that the U.S.A. and Britain do not have criminal remedies for patent
infringement, a concept that has influenced the laws of both India and Canada. This is the
primary reason for the absence of criminal sanctions for patent infringement in Canada
and India.
Thus the genesis of the patent law and the way in which patents developed since
the time of their origin led Canada and India to incorporate only civil sanctions for patent
infringement and not criminal sanctions.
It is in view of the historical and legal underpinnings of the absence of criminal
sanctions for patent infringement that the current examination of the desirability of such
sanctions needs to be contextualized. The rising incidence of patent infringement along
with scholarly comments suggests that criminalization of patent infringement merits
immediate consideration. This suggestion is analyzed by weighing the cost and benefit of
such a measure, specifically juxtaposing the advantages and disadvantages.
As borne out by scholarly opinion and the legal literature, there are two main
advantages which may accrue with the criminalization of patent infringement. Firstly,
criminalization has the effect of deterring potential infringers. It is because criminalizing
patent infringement will threaten potential infringers and make them aware that much is
at stake if they indulge in patent infringement activities.510

510 Supra accompanying text on “Deterrence”, Chapter IV at page 99.
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Though criminalization could effectively warn potential infringers through
deterrence, it is a double edged sword. What the corpus of literature and opinion
supportive of criminalization tends to overlook is that the criminal enforcement of patents
would result in significant chilling of competition in many fields because of the fear that
genuinely competitive activities (even non infringing ones) might be construed as
criminal offences. This essentially leads to “over deterrence” resulting in the unnecessary
stifling of competitiveness. This would entail the same fate for ‘innovations and
inventions’ too. Both innovations and inventions will decline as every inventor will
abstain from exploring an area within which patents exist. The whole situation becomes
much worse in certain fields such as computer software where it is imperative not to
infringe patents due to the innumerable number of patents existing in that field.
Secondly, criminalization will bring down the costs of litigation for the patent
holder. Patent litigation is extremely expensive, often involving millions of dollars in
attorneys' fees and other costs. Since criminalization forces the government to prosecute
the case, it will be a boon for the patent holder.511
Again, the advantage of bringing down the costs of litigation through
criminalization does not imply that the cost of litigation is completely dissolved. The
liability to pay costs shifts from the patent holder to the government. Furthermore, this
would be a windfall for the patent owners, which are often large multinational
companies, or in the worst case, patent “trolls.” The question then arises as to how far
such a case could feasibly be pursued by the government, taking into account that patent

511 Supra text accompanying “lower Cost o f Litigation”, Chapter IV at page 100.
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suits are very expensive. It is questionable as to how much of resources the State would
be able to allocate to prosecute such a case. My analysis on the scenario of patent
litigations in Thailand establishes that the lack of resources and high costs on the
government is likely to lead to faulty prosecution of patents.512 This undermines the total
effectiveness of the legal system in protecting patents.
As the “advantages of criminalization” turn out to have certain repercussions
should be sufficient to give pause to the policymaker contemplating criminalization of
patent infringements. However, the stream of issues does not end here. It is noteworthy
that the conceptual stratum of the patent (which is the bedrock on which any and every
remedy for infringement has to operate viably) itself has certain inherent features which
create further disadvantages. The ambiguous scope of a patent is often difficult to
interpret, and therefore it is arduous to predict with certainty whether a patented
technology is being infringed by a third party. This implies criminalization of patent will
result in declaring that the legitimate inventor has committed crime without he himself
knowing about it. This would be iniquitous and inconsistent with the principle of
culpability, to say the least. Further, as there could be a large number of patents which are
undisclosed, it can never be known whether a new invention overlaps or encroaches upon
others' patents or not.
Even if a system was built to criminalize only if there was deliberate
infringement, the criminal law system itself creates yet another set of disadvantages. The
issues of ambiguity in scope and validity often dominate proceedings on patent issues in

512 Supra text accompanying “Patent Prosecution in Thailand”, Chapter IV at page 117.
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many jurisdictions. It is therefore difficult to envisage how such matters would be dealt
with in a criminal trial - how would the prosecution be able to demonstrate the requisite
level of criminal intent of someone accused of such an infringement? This is further
elucidated in chapter IV with the example of the patent scenario in Germany.
It is the cardinal principle of criminal law that “the guilt of the accused must be
established beyond all reasonable doubt”. Thus, the prosecution has to prove the crime
beyond all reasonable doubt and, if any inconsistency or reasonable doubt still persists,
the infringer should be acquitted. It would be an onerous task to prove the crime or
offense of patent infringement “beyond all reasonable doubt” thereby raising serious
concerns regarding the successful prosecution of an infringer.
Additionally, the logistical difficulties and shortcomings attendant on the criminal
justice system, such as over-burdened courts, pendency of cases, prolonged pretrial
detention, difficulties of sustaining the appearance of witnesses, disengagement with the
complainant, disappearance of exhibits and evidence and the prosecution's lack of interest
(regarding the matter as “stale”) may plague the remedial aspect of the patent law if
patent infringement is criminalized, and these issues are common in India.
This thesis shows that the disadvantages of criminal sanctions for patent
infringement outweigh the advantages. Although theoretically, criminal sanctions for
patent infringement seems promising, it is questionable whether it is practically
applicable. The analysis on the patent scenario in Japan and Thailand further elucidate the
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argument that practically, it is extremely tough to have criminal sanctions for patent
CIO

infringement/

F uture R esearch A nd S peculation

It is clear that the existing system of civil enforcement of patents is not very
effective due to the increasing number of blatant patent infringements in both Canada and
India. This study has also shown that criminalization of all types of patent infringement is
not the right answer either. This raises a question, as to what would be the right solution
for this problem.
On the one hand, civil enforcement is necessary to ensure that there is proper
incentive to invent and that better inventions are developed and reach the public. On the
other hand, there are also scenarios where patents are being blatantly and wilfully
violated, counterfeited and pirated for which criminal sanctions, even though it is a
double edged sword, may be available as these sanctions instil an element of fear to make
wilful infringers cautious, for example, the importers of goods that are clearly “knock
offs.” Thus, it is very important that these conflicting interests be properly balanced.
A future study of this area is to analyze the incorporation of both civil and strictly
constrained criminal sanctions to tackle the increasing incidence of patent infringement.
For first instance patent infringements, innocent infringements, inevitable infringements,
bona fide research leading to unexpected patent violations etc. civil enforcement of
patents is appropriate. In contrast, for continuous or repeated infringement of the same

513 Supra notes on “patent scenario in Japan and Thailand”, Chapter IV at page 126.
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patent or organized crimes such as piracy and counterfeiting, criminal enforcement of
patents could be resorted to. This is because in acts such as piracy, counterfeiting and
repeated infringements, where the infringer is purposefully or wilfully violating the
patent for profit, should be dissuaded by the state. In such cases of wilful profit driven
wrongdoing, if there is no realistic threat of jail time, a willful infringer such as a pirate
will consider any civil remedies or fines incurred as simply a cost of doing business. The
possibility of serving time in prison, therefore, is essential because it is the only sanction
that will deter the infringer and punish him for the illegal act.514 Thus, a possible future
research is to examine whether combining both limited criminal and civil actions for
patent infringement would be effective or not.
This suggestion for limited criminalization is seen in a modified form in the
Philippines. In the Philippines, the general remedy is civil action in cases of patent
infringement.515 The interesting factor is that criminal actions are also used in cases of
repeated infringement.516 In sum, courts generally award civil remedies for patent
infringement but if the infringer repeats the offence, criminal remedies may be used.
Such remedies include imprisonment for a period of not less than six months and not
more than three years and/or a fine between 2500 CAD and 7000 CAD517, at the

514 Keith, supra note 354 at 93.
515 Civil remedies for patent infringement, Intellectual Property Code o f the Philippines [Republic Act No.
8293], Sec. 76.
516 Ibid, Sec. 84.
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discretion of the court.518 Thus, having both civil and criminal mechanisms, albeit
differentiated as to applicability, in their patent statutes may represent the solution for
both Canada and India.
However, as already mentioned, it must be remembered that there is a fine line
between willful (blatant) infringement and innocent (inevitable or unknown)
infringement of a patent as it cannot be delineated precisely in all cases. Also, the
determination of what is meant by “wilful” must be carefully construed. Therefore, even
if future research in this area is undertaken, it has to be conceded that whether or not this
suggestion will ultimately be effective is a question that can only be answered by further
research into this area.

518 Bagay Villamore and Fabiosa, Philippine Patent Act, (2nd October, 2007), Online: Bagay Villamore

http://www.iprotect.ph/intellectual-propertv-code-patent-01.htm.
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APPENDIX - A

ORIGIN OF PATENTS IN CANADA AND INDIA
Book of Bounty

Statute of Monopolies, 1623

U.S.A.(1790)
(Started developing its own
patent system based on the
Statute of Monopolies)

Patent Act, 1790
(The First U.S. Patent Act is entirely
based on Statute of Monopolies)

Patent Act, 1793
(The Second U.S. Patent Act)

CANADA (1823)
Started developing its own patent
system based on the U.S. Patent
Act. 1793

BRITAIN (1852)
Britain started developing its
own patent system in
statutory form.

INDIA (1856)
With the enactment of British Patent System, India
started developing its own patent statutes purely
based on the British Patent Act, 1852.

V______________ ________________
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APPENDIX

THE HISTORY AND DEVELOPMENT OF PATENT SYSTEM
IN CANADA
CANADA (1823)
Started developing its own
patent system based on the U.S.
Patent Act, 1793
Prince
Edward
Island

Lower Canada

4 Geo. IV., c. 25 (1823), L.C
First patent statute in
Canada.
Enacted for Lower
Canada.
Entirely Based on the
U.S. Patent Act, 1793.

9 Geo. IV., c. 47 L.C. (1829)
Certain benefits of the 1826
Act was incorporated into
the 1823 Act of Lower

Upper Canada

New
Brunsw ick
Nova Scotia

7 Geo. IV., c. 5 (1826),
U.C.
First patent statute for
Upper Canada.
Passed on 30
January, 1826.

Wm. IV., L.C., c. 24, L.C.
(1831)

3 Will. IV, Cap. 45,
(1833)
The Act is similar to the
1831 Patent Act of
Lower Canada

6 Wm. IV., c. 34, L.C. (1836)

12 Vic., c. 24(1849), Can
Officially recognised that the
acts of Lower and Upper Canada
must be combined.
Provision on marking appeared
for the first time

7 Will. IV,
Cap. 21 (1837)
Modeled on
1831 Patent
Act of Lower
Canada.

4 Will. IV, Cap. 27(1834)
Passed in March, 1834
Modeled on 1831 Patent
Act of Lower Canada
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14 & 15 Vic., c. 79(1851), Can
Act of the province of Canada.
Combined the 1836 act of Lower
Canada with the 1826 act of Upper
Canada.
Repealed the 1826 and 1836 Acts.

14 Viet., Cap. 25 (1851)
Clause confining
privilege to residents of
New Brunswick was
repealed.

After 1849 until 1869, Canadian patent system
underwent some amendments (all of which are
noted in the above explanations). Among these, the
most important one is the 1859 Patent Amendment
which consolidated the provisions in the 1849 act
and 1851 Act. This Act is popularly referred to as
the act that completed the consolidation of Patent
Statute of all provinces. This act was repealed in
1872 amendment.

THE PATENT ACT, 1869,
32, 33 Vic., c. 11, Can.
The first federal patent Act.
Modeled on U.S. Patent Act, 1832.
Enacted by the Canadian Parliament.
Combined all the Patent Act of all provinces of Canada.
Section 76 on false representation and false entries firstly
appeared in this Act.

PATENT ACT, 1872
A new patent act immediately
followed after the 1869 Act.
Encourages import or licensing of
technology and foreign patents.

Many amendments followed (the details
are noted in the above explanations)

APPENDIX - C

THE HISTORY AND DEVELOPMENT OF PATENT
SYSTEM IN INDIA
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TABLE ON EFFECT OF IMPERIAL STATUTES IN INDIA
AND CANADA

BRITISH STATUTES
(Imperial Statutes &
Amendments on
British Patent Act)

CANADIAN PATENT
ACTS & AMENDMENTS

INDIAN PATENT ACTS &
AMENDMENTS

THE BOOK OF
BOUNTY (1610)

NIL

NIL

STATUTE OF
MONOPOLIES (1623)

NIL

NIL

NIL

NIL

THE EFFECT OF BRITISH
STATUTES COMMENCES

THE EFFECT OF BRITISH
STATUTES COMMENCES

The British Patent Act,
1852 (First British
Patent Act)

NIL

PROTECTION OF INVENTION
ACT (THE ACT VI OF 1856)
•

•

C.S.C., U.C., C. 21 (1859)
•

This act provided that the
Supreme Courts may

The Act VI of 1856 on
Protection of Inventions was
based on the British Patent
Law of 1852
The Act was subsequently
repealed by Act IX of 1857
since it had been enacted
without the approval of the
British Crown.

PROTECTION OF INVENTION
ACT (ACT XV OF 1859)
•

New legislation for granting
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issue writs of “scire
facias” to repeal letters
patent and that the
practice shall be the same
as in England, and that
the fiat of the Attorney
General was to be
obtained, and that an
exemplification of the
Letters Patent was to be
filed, on which the writ
of scire facias was to be
founded.
•

“exclusive privileges” was
introduced in 1859 as Act XV
of 1859.
•

This Act again was based on
the United Kingdom Act of
1852 with certain changes such
as allowing assignees to make
application in India and using
prior public use or publication
in India or United Kingdom
norm for the purpose of
determining novelty.

This act was the effect of
the Imperial Act, 15 and
16 Vic., c. 83, 1856 as
noted in the case of
Queen v. Hall. [27
U.C.Q.B. 146,31 Vic.
(1867)]

THE PATENT ACT, 1869,
32,33 VIC., C. 11, CAN.

NIL

The 1869 Canadian Patent
Act was enacted by the
parliament under the power
conferred upon it by the
British North America Act,
whereby “patents of
inventions and discovery”
were assigned to the
exclusive jurisdiction of the
parliament of Canada.
THE DIRECT IMPACT OF
IMPERIAL STATUTES
ENDED
NIL

THE INVENTIONS AND
DESIGNS PROTECTION ACT,
1872
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In 1872, the Act of 1859 was
consolidated to provide protection
relating to designs. It was renamed
as “The Inventions and Designs
Protection Act” under Act XIII of
1872.
PATENTS ACT, 1883

NIL

(REFERRED TO AS
THE PATENTS,
DESIGNS &
TRADEMARKS ACT,
1883)

PATENT ACT, 1888

AMENDMENT TO 1872 ACT IN
1883
The Aforesaid Patterns and
Designs Protection Act, 1872 was
amended on the basis of the UK
legislation of 1883. The changes in
the British Law on Patents due to
the 1883 Act were incorporated
into the Indian Patent Regime in
1883 itself through this
amendment

NIL

THE INVENTIONS & DESIGNS
ACT, 1888
•

WITH THE ENACTMENT of
the Patent Act, 1888 in U.K., it
was noted that the new
changes in the UK patent act
should also be incorporated in
India.

•

Thus, in 1888, An Act was
introduced that consolidated
and amended the law relating
to invention and designs in
conformity with the
amendments made in the U.K.
law. This was the “Inventions
and Designs Act, 1888.”
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PATENT ACT, 1907

NIL

THE INDIAN PATENTS &
DESIGNS ACT, 1911
(ACT II OF 1911)

PATENT ACT, 1919
(BRITISH PATENTS
AND DESIGNS ACT,
1919)

NIL

•

This Act incorporated
provisions of 1907 Act of
United Kingdom

•

This act, for the first time,
substituted the expression
‘exclusive privileges' with
‘patent.’

•

Further, this act also made
duration of Indian patent
independent of duration of UK
patent and established Patent
Office under a Controller of
Patents and Designs.

AMENDMENTS IN 1920, 1930
AND 1945
•

The amendment in 1920 was
passed by the Indian
Parliament to enable India to
enter into arrangements with
UK for ‘priority’ over patents.

•

Further, an amendment in 1930
for granting ‘secret patents’ for
defence related inventions and
to incorporate provisions of
British Patents and Designs
Act, 1919 was passed.

•

Lastly, an amendment in 1945
to provide for filing of
application based on
provisional specifications was
also based on British patent
laws.
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PATENTS ACT, 1949

NIL

THE DIRECT IMPACT OF
IMPERIAL STATUTES ENDED

NIL

NIL

It can be noted that after the confederation the Imperial statutes had no effect in Canada.
After independence in 1947, the imperial statutes had no effect in India as well.
But most crucially, it has to be noted that though the imperial statute had no compulsion in
India and Canada for enacting patent laws or amending the existing laws after the aforesaid
period, British Patent Laws have always influenced Canada519 and India.520 Canada and
India always looks on to the British Patent Laws and almost all British Patent Laws are
considered highly persuasive in India and Canada.

519 Howell, supra note 206.
520 P. Narayanan. Law o f Patents, (Calcutta: Eastern Law House, 1975), at 14.
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CONCLUSION
The weaker left
side of the Fish
Bone clearly and
explicitly shows
how the
advantages of
criminal
sanctions for
patent
infringements
are
overshadowed
by the huge
amount of
disadvantages
they encompass.
Therefore,
criminal
sanctions are not
advisable in the
event of patent
infringements.

Stifling Competition

Stifling Innovation
High Level of
Deterrence

Inevitable Infringements
Invalidation Issues
Patent Scope Issues
Licensing Negotiation Issues
Issues of Undisclosed patents
Patent Indemnity Issues

Lower Cost of
Litigation

Proving Mens Rea
Higher Burden of Proof
Criminal Courts are Inappropriate
Law Enforcement Officer Issues
Abuse of Criminal Process
Lack of Clarity
Imbalance between Civil & Criminal

ADVANTAGES OF CRIMINAL
SANCTIONS & ENFORCEMENTS IN
PATENT INFRINGEMENTS

DISADVANTAGES OF CRIMINAL SANCTIONS
& ENFORCEMENTS IN PATENT
INFRINGEMENTS
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